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REPORT AND RECOMMENDATION 

OF UNITED STATES MAGISTRATE JUDGE 

The following motions in these consolidated actions are pending before the Court: 

1) Defendants Mattress Firm, Inc. and Sleepy’s, LLC’s (collectively, “Mattress Firm 

Defendants”) Rule 12(b)(6) Motion to Dismiss (Case No. 4:17-cv-860, Dkt. 15), to 

which Plaintiff Dynamic Applet Technologies, LLC (“Plaintiff”) filed a response 

(Dkt. 20); Mattress Firm Defendants filed a reply (Dkt. 22); and Plaintiff filed a 

sur-reply (Dkt. 25); 

2) Defendant PetSmart, Inc.’s (“PetSmart”) Motion to Dismiss for Failure to State a 

Claim (Case No. 4:17-cv-861, Dkt. 9), to which Plaintiff filed a response (Dkt. 14); 

Defendant PetSmart filed a reply (Dkt. 16); and Plaintiff filed a sur-reply (Dkt. 19);  

3) Defendant Urban Outfitters, Inc.’s (“Urban Outfitters”) Motion to Dismiss (Case 

No. 4:17-cv-862, Dkt. No. 13), to which Plaintiff filed a response (Dkt. 16); 

Defendant Urban Outfitters filed a reply (Dkt. 18); and Plaintiff filed a sur-reply; 

and 

4) Defendant Hollister Co.’s (“Hollister”) Motion to Dismiss (Case No. 4:17-cv-878, 

Dkt. No. 11), to which Plaintiff filed a response (Dkt. 15); Defendant Hollister filed 

a reply (Dkt. 17); and Plaintiff filed a sur-reply (Dkt. 19). 

These cases were consolidated on June 7, 2018, with Case No. 4:17-cv-860, designated as 

the lead case (the “Lead Case”). Hereinafter, all defendants shall be referred to collectively as 

“Defendants,” and the above-referenced motions will be referred to collectively as the “Motions.” 

Plaintiff asserts identical patent infringement claims against Defendants, and Defendants assert 

identical grounds for dismissal.1 Having reviewed the Motions, the responses thereto, and all 

relevant filings, the Court finds the Motions should be DENIED WITHOUT PREJUDICE. 

I. BACKGROUND 

Plaintiff filed actions against Defendants alleging infringement of U.S. Patent No. 

6,446,111 (the “’111 Patent”). See Dkt. 1 at ¶ 29. The ’111 Patent is entitled, “Method and 

apparatus for client-server communication using a limited capability client over a low-speed 

                                                 
1 For the sake of simplicity, the Court will cite primarily to the record in the Lead Case, unless otherwise noted. As 

previously explained, the complaint in each case, as well as substance of the Motions, are identical. 
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communications link[.]” See Dkt. 52-1. The ’111 Patent “relates in general to client-server systems 

and, more particularly, to a method and apparatus for client server communication involving a 

dynamically generated, transient applet having selected characteristics enabled therein as a 

response to a request from a limited capability client coupled to the server through a 

communications link.” Id. 

Plaintiff asserts that Defendants have directly infringed Claim 17 of the ’111 Patent “by 

making, using, and/or providing and causing to be used one or more computers or servers that 

transmit information utilizing one or more executable applets.” Plaintiff further alleges 

infringement of Claims 22, 23, and 26, all of which depend from Claim 17. Claim 17 of the ’111 

Patent is representative and recites as follows: 

17. A method of processing data comprising: 

receiving a data request from a client device at a server 

system over a communications link: 

collecting on the server a plurality of data items in 

response to the data request; 

generating an executable applet dynamically in response 

to the data request, a constituent system associated with 

the applet including a subset of the data items therein 

as pre-loaded values; 

wherein a further constituent system associated with the 

executable applet comprises a data interface capability 

configured to provide a plurality of operations on the 

pre-loaded values, the operations comprising opera- 

tions associated with the subset of the data items; and 

transferring the applet to the client device. 

 

Claim 22 recites a method of processing data according to Claim 17, wherein the 

communications link comprises a wireless link. Claim 23 recites a method of processing data 

according to Claim 17, and further comprising manipulating the pre-loaded values using a plurality 

of operations in the further constituent system associated with the applet, the operations 

comprising operations specific to the pre-loaded values and wherein the pre-loaded values are non-
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updateable. Claim 26 recites a method according to Claim 17, wherein the pre-loaded values are 

non-updateable. 

II. LEGAL STANDARD 

A. MOTION TO DISMISS 

A party may seek dismissal in a pretrial motion based on any of the defenses set out in Rule 

12(b) of the Federal Rules of Civil Procedure. FED. R. CIV. P. 12(b); see also Albany Ins. Co. v. 

Almacenadora Somex, 5 F.3d 907, 909 (5th Cir. 1993). Rule 12(b)(6) provides that a party may 

move for dismissal of an action for failure to state a claim upon which relief can be granted.  FED. 

R. CIV. P. 12(b)(6).  

A complaint attacked by a Rule 12(b)(6) motion to dismiss must allege “sufficient factual 

matter, accepted as true, to ‘state a claim that is plausible on its face’” to show the plaintiff is 

plausibly entitled to relief. Ashcroft v. Iqbal, 556 U.S. 662, 678 (2009) (quoting Bell Atl. Corp. v. 

Twombly, 550 U.S. 544, 570 (2007)).  “A claim has facial plausibility when the pleaded factual 

content allows the court to draw the reasonable inference that the defendant is liable for the 

misconduct alleged.”  Id. (citing Twombly, 550 U.S. at 556).  This determination is a “context-

specific task that requires the reviewing court to draw on its judicial experience and common 

sense.”  Id. at 1950.  

When patent claims on their face are plainly directed to an abstract idea, it is proper to 

make a determination of patent validity under § 101 at the pleading stage, and such review has 

been repeatedly sanctioned by the Federal Circuit. See, e.g., Internet Patents Corp. v. Active 

Network, Inc. et al, Nos. 2014-1048, 2014-1061, 2014-1062, 2014-1063, 2015 WL 3852975, at *6 

(Fed. Cir. June 23, 2015); OIP Tech. Inc. v. Amazon.com, Inc., No. 2012-1696, 2015 WL 3622181, 

at *4 (Fed. Cir. June 11, 2015); Content Extraction & Transmission LLC v. Wells Fargo Bank, 776 
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F.3d 1343, 1349 (Fed. Cir. 2014); Ultramercial, Inc. v. Hulu, LLC, 772 F.3d 709, 717 (Fed. Cir. 

2014); buySAFE, Inc. v. Google, Inc., 765 F.3d 1350, 1352 (Fed. Cir. 2014).  However, in some 

circumstances, the legal analysis required for determining patent validity under § 101 “may contain 

underlying factual issues,” that would render such a ruling premature. Accenture Global Servs., 

GmbH v. Guidewire Software, Inc., 728 F.3d 1336, 1340-41 (Fed. Cir. 2013). 

B. PATENT-ELIGIBLE SUBJECT MATTER 

A patent may be obtained for “any new and useful process, machine, manufacture, or 

composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 

subject to the conditions and requirements of this title.” 35 U.S.C. § 101.  The Supreme Court has 

long recognized three specific exceptions to § 101’s broad patentability principles: laws of nature, 

physical phenomena, and abstract ideas. Bilski v. Kappos, 561 U.S. 593, 601 (2010); Mayo 

Collaborative Services v. Prometheus Laboratories, Inc., 132 S.Ct. 1289, 1303 (2012); Ass’n for 

Molecular Pathology v. Myriad Genetics, Inc., 133 S.Ct. 2107, 2116 (2013). 

The Supreme Court has set forth a two-part test for patent eligibility. Alice Corp. Pty. v. 

CLS Bank Int’l, 134 S.Ct. 2347, 2354 (2014).  First, the court must determine “whether the claims 

at issue are directed to a patent-ineligible concept,” such as an abstract idea. Id. at 2355.  If so, the 

court must then “consider the elements of each claim both individually and ‘as an ordered 

combination’ to determine whether the additional elements ‘transform the nature of the claim’ into 

a patent-eligible application.” Id. (quoting Mayo, 132 S.Ct. at 1298, 1297). The Court has 

described this second step as a search for an “inventive concept”—“an element or combination of 

elements that is ‘sufficient to ensure that the patent in practice amounts to significantly more than 

a patent upon the [ineligible concept] itself.’”  Id. (quoting Mayo, 132 S. Ct. at 1298).   
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The first step of the Alice analysis requires a court to determine if the claims are directed 

to a law of nature, natural phenomenon, or abstract idea. Alice, 134 S. Ct. at 2355. “If not, the 

claims pass muster under § 101.” Ultramercial, 772 F.3d at 714. In making this determination, the 

court must look at what the claims cover. See id. at 714 (“We first examine the claims because 

claims are the definition of what a patent is intended to cover.”); Accenture Glob. Servs., GmbH 

v. Guidewire Software, Inc., 728 F.3d 1336, 1345 (Fed. Cir. 2013) (“[T]he important inquiry for a 

§ 101 analysis is to look to the claim.”); Intellectual Ventures I LLC v. Capital One Bank (USA), 

792 F.3d 1363, 1369 (Fed. Cir. 2015) (“At step one of the Alice framework, it is often useful to 

determine the breadth of the claims in order to determine whether the claims extend to cover a 

‘fundamental . . . practice long prevalent in our system. . . .’”) (quoting Alice, 134 S. Ct. at 2356). 

A court applies the second step of Alice only if it finds in the first step that the claims are 

directed to a law of nature, natural phenomenon, or abstract idea. Alice, 134 S. Ct. at 2355. The 

second step requires the court to determine if the elements of the claim individually, or as an 

ordered combination, “transform the nature of the claim” into a patent-eligible application. Alice, 

134 S. Ct. at 2355. A claim may become patent-eligible when the “claimed process include[s] not 

only a law of nature but also several unconventional steps . . . that confine[] the claims to a 

particular, useful application of the principle.” Mayo, 132 S. Ct. at 1300; see also DDR Holdings, 

LLC v. Hotels.com, L.P., 773 F.3d 1245, 1257 (Fed. Cir. 2014) (“In particular, the ’399 patent’s 

claims address the problem of retaining website visitors that, if adhering to the routine, 

conventional functioning of Internet hyperlink protocol, would be instantly transported away from 

a host’s website after ‘clicking’ on an advertisement and activating a hyperlink.”). A claim, 

however, remains patent-ineligible if it describes “‘[p]ost-solution activity’ that is purely 

‘conventional or obvious.’” Mayo, 132 S. Ct. at 1299. 
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III. ANALYSIS 

Defendants argue the claims of the ’111 Patent fail both prongs of the Alice test because 

all of the asserted claims of the patents-in-suit are directed to the abstract idea of bundling and 

sending information responsive to a request. See, e.g., Dkt. 15 at 16. Defendants argue that abstract 

ideas like this, even when implemented using conventional computer components, are not eligible 

for patent protection under 35 U.S.C. § 101, and thus, Plaintiff’s claims should be dismissed for 

failure to state a claim upon which relief can be granted. Id. Defendants also argue that resolving 

these issues does not require discovery or formal claim construction because the complaint asserts 

“[t]he scope and construction of the claims of the [Patent-in-Suit] have been clarified” in prior 

litigation. Id. at 7 (quoting Dkt. 1 at ¶ 26). 

The Court’s analysis begins with Alice Step One. Although the two steps in the Alice 

framework “involve overlapping scrutiny of the content of the claims,” the “Supreme Court's 

formulation makes clear that the first-stage filter is a meaningful one, sometimes ending the § 101 

inquiry.” Elec. Power Grp., LLC v. Alstom S.A., 830 F.3d 1350, 1353 (Fed. Cir. 2016). Thus, the 

Court must specifically consider what the claims are directed to, and “ask whether the claims are 

directed to an improvement to computer functionality versus being directed to an abstract idea.” 

Visual Memory LLC v. NVIDIA Corp., 867 F.3d 1253, 1258 (Fed. Cir. 2017) (citing Thales 

Visionix Inc. v. United States, 850 F.3d 1343, 1347 (Fed. Cir. 2017); Enfish, LLC v. Microsoft 

Corp., 822 F.3d 1327, 1335 (Fed. Cir. 2016)). As explained in Core Wireless Licensing S.A.R.L. 

v. LG Elecs, Inc., No. 2016-2684, 2017-1922, 2018 U.S. App. LEXIS 1931, at *11-13 (Fed. Cir. 

Jan. 25, 2018), the Court must also consider “whether the claims are directed to a specific 

improvement in the capabilities of computer devices, or, instead ‘a process that qualifies as an 
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abstract idea for which computers are invoked merely as a tool.’” Id. (quoting Enfish, 822 F.3d at 

1336). 

According to Defendants, the claims of the ’111 Patent are analogous to Alice because 

“[u]nder any plausible reading” they are directed to an unpatentable, abstract idea that is nothing 

more than the “longstanding,” “routine,” and “conventional” concept of bundling and sending 

information responsive to a request. Dkt. 15 at 16-17 (citing Alice, 134 S. Ct. at 2356; Bilski, 561 

U.S. at 611). Plaintiff responds that the claims of the ’111 Patent are not merely abstract ideas, but 

rather, “encompass specific technological solutions to existing technological problems.” Dkt. 20 

at 7.  

The Court finds Enfish, Visual Memory, Core Wireless, and McRO, Inc. v. Bandai Namco 

Games Am. Inc., 837 F.3d 1299, 1315-16 (Fed. Cir. 2016), to be instructive in the present case. In 

Enfish, the Federal Circuit found claims directed to a “specific improvement to the way computers 

operate,” embodied in a self-referential table, to be patent-eligible. Enfish, 822 F.3d at 1336-39. 

The Federal Circuit also explained in Enfish that inventions that make non-abstract improvements 

in computer technology survive the first step of the Alice inquiry because “[s]oftware can make 

non-abstract improvements to computer technology just as hardware improvements can.” Id. at 

1335. In Visual Memory, the Federal Circuit held claims directed to an improved computer 

memory system with programmable operational characteristics defined by the processor to be 

patent-eligible. Visual Memory, 867 F.3d at 1259-60. Similarly, in Core Wireless, the Federal 

Circuit held claims directed to an improved user interface for computing devices to be patent-

eligible as “these claims recite a specific improvement over prior systems, resulting in an improved 

user interface for electronic devices.” Core Wireless, 2018 U.S. App. LEXIS 1931, at *11-13. And 

finally, in McRO, the Federal Circuit held claimed processes using a combined order of specific 
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rules that improved on existing technological processes to be patent-eligible. McRO, 837 F.3d at 

1315-16. 

 The common thread in all of the cases is that the asserted patents recited improvements to 

existing functionality, just as Plaintiff asserts here that the claims of the ’111 Patent cover 

improvements to technologic functionality related to applets generated by server systems for 

delivery to and operation on client devices. See Dkt. 20 at 16. Defendants argue the above-cited 

cases are distinguishable because “the ’111 Patent fails to provide any technical details for the 

tangible components, and instead, predominantly describes the system and methods in purely 

functional terms using nothing more than conventional computer components and non-specified, 

amorphous language like ‘constituent system’ and ‘associated with.’” Dkt. 15 at 24 (internal 

quotations and citations omitted). However, the Court finds the claims of the ’111 Patent describe 

many technical advantages. For example, the specification of the ’111 Patent describes some of 

these technical advantages embodied in the claims as follows: 

One such technical advantage is the capability to respond to client requests for 

information from a server using a dynamically generated, selected characteristic 

enabled, transient applet. The applet that is sent to the client is substantially self-

sufficient and depends on substantially no services being available on the client for 

the applet to use. . . . Accordingly, . . . such an applet allows . . . [a] device . . . to 

initiate and complete a transaction with a server without having to load and store a 

variety of support programs which may be required by the server. Another 

advantage is that by discarding the applet after a transaction, each transaction 

between the client and the server may be made independently of previous 

transactions and with little or no post-transaction impact on the limited resources 

of the client. 

 

’111 Patent at 2:55-3:10. And: 

A further advantage is that the total amount of data transferred between the client 

and the server over a communications link is decreased. By transmitting the 

appropriate data and associated data handling capabilities as a group, the client may 

be required to communicate over a low-speed communications link a greatly 

reduced number of times or, in some cases, only once. Yet another advantage is 

found in the avoidance of transmitting duplicate data by using updateable elements 
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and a loader within the applet to load only new data desired by the client from the 

server, instead of completely retransmitting all the information in order to include 

small changes. 

 

Id. at 3:11-3:22. Thus, the claims of the ’111 Patent recite specific improvement over prior 

technology. See Finjan, Inc. v. Blue Coat Sys., No. 2016-2520, 2018 U.S. App. LEXIS 601 (Fed. 

Cir. Jan. 10, 2018). Upon review of the ’111 Patent, the Court finds the asserted claims are directed 

to a “specific asserted improvement in computer capabilities”—enhanced data-interface 

capabilities between server systems and client devices in response to a data request, through 

dynamic generation, transmission, and operation of a self-sufficient executable applet. Enfish, 822 

F.3d at 1336. 

Defendants also attempt to analogize the asserted claims to a retailer packing multiple items 

in a single-box for shipment to a customer: 

The process of bundling and sending things in response to a request is an activity 

humans have always performed—a basic tool in the storehouse of knowledge that 

is free to all and reserved exclusively to none. For example, retailers, like Amazon, 

often ship multiple purchased items in a single box in response to an order placed 

by a customer to ship more efficiently. Bundling an applet together with “needed 

data” and its functional component parts before transmission is no different. 

 

Dkt. 15 at 18 (internal quotations and citations omitted). The Court finds Defendants’ 

oversimplified analogy unpersuasive. As noted in McRO, this is precisely the type of 

“oversimplify[cation] of claims” the Federal Circuit has cautioned against. See McRO, 837 F.3d 

at 1313 (“We have previously cautioned that courts ‘must be careful to avoid oversimplifying the 

claims’ by looking at them generally and failing to account for the specific requirements of the 

claims.”) (internal citation omitted). Here, the claims of the ’111 Patent recite specific elements 

regarding how the applet is dynamically generated by a server system in response to a request from 

a client device and which uses pre-loaded data and comprises a data interface capability to transfer 
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the applet to a client device. See ’111 Patent, Claim 17. Thus, Defendants’ argument in this regard 

is unavailing. 

To the extent Defendants rely on Apple, Inc. v. Ameranth, Inc., 842 F.3d 1229 (Fed. Cir. 

2016); Affinity Labs of Texas v. DirectTV, LLC, 838 F.3d 1253 (Fed. Cir. 2016); Intellectual 

Ventures I LLC v. Symantec Corp., 838 F.3d 1307 (Fed. Cir. 2016); and Internet Patents Corp. v. 

Active Network, Inc., 790 F.3d 1343 (Fed. Cir. 2015) to support their abstraction arguments, the 

Court finds these cases to be distinguishable from the present case. As recently explained by the 

Federal Circuit in Finjan, the above-cited cases “hearken back to a foundational patent law 

principle: that a result, even an innovative result, is not itself patentable.” Finjan, 2018 U.S. App. 

LEXIS 601, at *10-11. Finjan distinguished those cases by noting that the claims at issue “recite 

more than a mere result. Instead, they recite specific steps . . . that accomplish the desired result.” 

Id. at *11. Consequently, the court in Finjan found the claims to be non-abstract and ended its 

analysis at step one of Alice. Id. at *12. Similarly here, the Court finds that Claim 17 recites 

sufficiently detailed steps that make the asserted claims of the ’111 Patent subject-matter eligible 

at this stage. 

Even if Claim 17 of the ’111 Patent were directed to an abstract idea, however, the claim 

survives the Alice test if it is determined to cover an “inventive concept.”  Bascom Glob. Internet 

Servs., Inc. v. AT&T Mobility LLC, 827 F.3d 1341, 1350 (Fed. Cir. 2016).  As stated above, the 

second step in determining patent eligibility under § 101 requires the Court to consider the 

elements of the claim both individually and in an ordered combination to determine if they 

“transform the nature of the claim” into a patent-eligible application.  Alice, 134 S. Ct. at 2354.  

 Defendants’ argument largely relies on the fact that Plaintiff uses generic elements and 

convention techniques. Defendants state that “[C]laim 17 merely recites performing an abstract 
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idea using conventional computer functions: receiving a request, collecting data, generating an 

applet, and sending the applet” and is full of “generic and functional components” such as “a client 

device,” “a server,” “a communications link,” “an executable applet,” and a “constituent system 

associated with the applet.” Dkt. 15 at 25-26. Plaintiff points out that the ’111 Patent’s specification 

explains how the inventions embodied by these claims set forth an “inventive concept” and also 

explains how it is an improvement to the technological process in existence at the time of the 

invention. See Dkt. 29 at 21. Plaintiff also points to the many improvements and advantages 

described in the ’111 Patent, including: (1) increases in speed and efficiency by decreasing the size 

and number of transmissions between a server system and a client device; (2) allowing the client 

device to initiate and complete the transaction without having to load and store a variety of support 

programs that may be required by the server; (3) permitting the resources of the client device to be 

freed by discarding the applet after the transaction; and (4) the efficiency created by the avoidance 

of transmitting duplicate data. Id. (citing ’111 Patent, Claim17). 

Despite both parties’ contention that claim construction has been clarified in prior 

litigation, the recently-submitted Joint Claim Construction and Prehearing Statement (the “Joint 

Claim Construction Statement”) (Dkt. 51) indicates otherwise. Among the disputed terms set forth 

in the Joint Claim Construction Statement are: “data items;” “executable applet;” “pre-loaded 

values;” “data interface capability;” and “manipulating.” Dkt. 51-2. The parties’ disagreements 

revolving around these claim terms indicate that claim construction is necessary. Rockstar 

Consortium US LP v. Samsung Elecs. Co., No. 2:13-cv-894-JRG, 2014 WL 1998053, at *3 (E.D. 

Tex. May 15, 2014) (“If there are factual disputes about the patent’s claims, . . . the question of 

patentable subject matter should be reserved until claim construction.”). It would be improper for 
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the Court to accept Defendants’ interpretation of the claim terms for this early stage motion without 

determining how a person of ordinary skill in the art would do so. 

Further, an assessment of the claims at issue—by a careful reading of the claims themselves—

does not clearly reveal that the patents are abstract, that they have “no particular concrete or 

tangible form,” which further prevents the Court from summarily finding the claims to be abstract 

prior to claim construction. Ultramercial, 772 F.3d at 715.  Finally, the parties’ disagreement 

regarding whether the claims include a transformative concept further solidifies the Court’s 

decision that claim construction should occur prior to a § 101 determination. In order for the Court 

to determine whether the patents contain an inventive concept, it is necessary for there to be a 

settled interpretation of the claim language. Claim construction is therefore a necessity before the 

Court can further evaluate patent-eligibility under § 101.  

The Supreme Court has noted that the “exclusionary principle” of unpatentable subject 

matter must be construed carefully “lest it swallow all of patent law.” Alice, 134 S. Ct. at 2354. In 

this case, such careful construction will be facilitated by a broader and more developed factual 

context. 

IV. CONCLUSION AND RECOMMENDATION 

Based on the foregoing, the Court recommends that: 

The Mattress Firm Defendants’ Rule 12(b)(6) Motion to Dismiss (Case No. 4:17-cv- 

860, Dkt. 15) be DENIED WITHOUT PREJUDICE; 

Defendant PetSmart’s Motion to Dismiss for Failure to State a Claim (Case No. 4:17-cv-

861, Dkt. 9) be DENIED WITHOUT PREJUDICE; 

Defendant Urban Outfitters’ Motion to Dismiss (Case No. 4:17-cv-862, Dkt. No. 13) be 

DENIED WITHOUT PREJUDICE; and  
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Defendant Hollister’s Motion to Dismiss (Case No. 4:17-cv-878, Dkt. No. 11) be DENIED 

WITHOUT PREJUDICE. 

Within fourteen (14) days after service of the magistrate judge’s report, any party may 

serve and file written objections to the findings and recommendations of the magistrate judge. 28 

U.S.C. § 636(b)(1)(C). The parties are directed to Local Rule CV-72(c) for page limitations on 

objections. 

 A party is entitled to a de novo review by the district court of the findings and conclusions 

contained in this report only if specific objections are made, and failure to timely file written 

objections to any proposed findings, conclusions, and recommendations contained in this report 

shall bar an aggrieved party from appellate review of those factual findings and legal conclusions 

accepted by the district court, except on grounds of plain error, provided that the party has been 

served with notice that such consequences will result from a failure to object. Id.; Thomas v. Arn, 

474 U.S. 140 (1985); Douglass v. United Servs. Auto Ass’n, 79 F.3d 1415, 1417 (5th Cir. 1996) 

(en banc), superseded by statute on other grounds, 28 U.S.C. § 636(b)(1) (extending the time to 

file objections from ten to fourteen days). 

KJohnson
Bush


