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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

DAILYGOBBLE, INC., D/B/A RELEVANT, 
Petitioner, 

 
v. 
 

SCVNGR, INC., D/B/A LEVELUP, 
Patent Owner. 
__________ 

 
Case No. CBM2018-00002 

Patent No. 8,924,260 B1 
___________ 

 
Before HUBERT C. LORIN, MICHAEL W. KIM, and  
WILLIAM V. SAINDON, Administrative Patent Judges. 
 
LORIN, Administrative Patent Judge. 
 
 
 

DECISION 
Denying Institution of Covered Business Method Patent Review 

37 C.F.R. § 42.208 
 

I. INTRODUCTION 
A. Background 

 
 DailyGobble Inc., d/b/a Relevant (“Petitioner”) filed a Petition (Paper 

No. 2) requesting a review under the transitional program for covered 

business method patents of claims 1–15 of U.S. Patent No. 8,924,260 B1 

(Ex. 1001, “the ’260 patent”) pursuant to 35 U.S.C. § 321, Section 18 of the 
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Leahy-Smith America Invents Act (“AIA”)1, and 37 C.F.R. §§ 42.300 et 

seq.. Paper 2 (“Pet.”).  SCVNGR, Inc., d/b/a LevelUp (“Patent Owner”) 

filed a Preliminary Response to the Petition (Paper 8, “Prelim. Resp.”).  

 We have jurisdiction under 35 U.S.C. § 6.  

 The standard for instituting a covered business method patent review 

is set forth in 35 U.S.C. § 324(a), which provides as follows: 

THRESHOLD—The Director may not authorize a post-grant 
review to be instituted unless the Director determines that the 
information presented in the petition filed under section 321, if 
such information is not rebutted, would demonstrate that it is 
more likely than not that at least 1 of the claims challenged in 
the petition is unpatentable. 

 Upon consideration of the arguments and evidence presented by 

Petitioner and Patent Owner, we are not persuaded that Petitioner has 

demonstrated, under 35 U.S.C. § 324, that it is more likely than not that it 

would prevail in showing the unpatentability of any of the challenged 

claims.  Accordingly, we decline to institute a covered business method 

review of any claim of the ’260 patent. 

 

B. Related Proceedings 

 Petitioner notifies us that the ’260 patent is the subject of one civil 

action: “SCVNGR, Inc., v. Dailygobble, Inc., 1:16-cv-134-M-LDA (D. RI. 

2016).”  Pet. 9; see also Prelim. Resp. 2-3 (indicating the same). 

 

                                           
1 Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284, 329 
(Sept. 16, 2011) (“AIA”). 
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C. The ’260 patent (Ex. 1001) 

1. Effective Filing Date 

 Petitioner indicates that the filing date of the ’260 patent is February 

4, 2014.  Pet. 9.  This is in accord with the information recited on the cover 

of the ’260 patent.  Ex. 1001, (22). 

 

2. Disclosure 

 The ’260 patent, titled “Dynamic Ingestion and Processing of 

Transactional Data at the Point of Sale,” discloses a method and apparatus 

for processing a transaction whereby a point-of-sale (POS) terminal is 

enabled “to differentiate dynamically among different data streams by 

encoding a data stream with ‘sentinels’ that bracket the beginning and end of 

the relevant data.”  Ex. 1001, 1:66–2:4.  According to the patent,  

[t]here is a need for improved ways of managing the multiple 
streams of data presented to the POS terminal without merely 
shifting the burden or lengthening transaction processing. 

Ex. 1001, 1:59–62.   

 For example, a consumer may sign up with a payment 
service that issues one or more electronic tokens (e.g., QR codes) 
downloaded to the consumer’s wireless phone. . . . .  During a 
payment transaction, the token may be acquired by the reader and 
passed to the POS terminal, which may combine it with 
merchant-identifying information for transmission to the 
payment service; the payment service may thereupon send an 
authorization back to the POS terminal, which completes the 
transaction.  In this case, the sentinels bracket the token data to 
differentiate it both from accompanying information (e.g., meta-
data) as well as from other data streams.  The sentinels may be 
any sequence of bits or characters that reliably differentiate from 
commonly processed data and so can be easily recognized (and 
thereby identify the bracketed data as, for example, a token) - 
e.g., one or more ASCII characters (such as the character 
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sequence LU or .:) at the beginning and end of the data stream.  
This approach offers greater flexibility than, for example, simply 
knowing the length of the data format and using a single starting 
sentinel.  When the bracketed data corresponds to a QR code 
presented by a consumer and acquired by the reader, it may be 
handled in any of various ways. 

Ex. 1001, 2:6–29. 

 One particular way of handling a data stream, and the subject of the 

claims, comprises a POS terminal recognizing a first data sequence, 

transaction data coming in sequence after the first data sequence, and a 

second data sequence in a received data stream and responding to said 

recognized first data and second data sequences by handling the transaction 

data and terminating the handling, respectively, via a data-processing 

protocol that comprises “(i) interrupting execution of a current task and (ii) 

combining the transaction data with item-purchase data received at the POS 

terminal and transmitting the data to a transaction-processing server for 

approval” (Ex. 1001, 3:12–19).  Fig. 3 of the ’260 patent, shown below, 

illustrates such a process.  Callout numbers 3101 and 3102 refer to the first 

and second data sequences, respectively.  They “‘bracket’ the operative 

credential data 312, e.g., an encrypted token.”  Ex. 1001, 6:9–10. 
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Shown above is Figure 3 of the ’260 patent, which is a schematic diagram 

illustrating various modes of data handling, and has been annotated by the 

Board with red circles to identify first and second data sequences 3101 and 

3102, data-handling protocols 230, and interrupt 320. 

 

3. Claims 

 The ’260 patent has 15 claims, all of which are challenged.  

 Independent claim 1 is illustrative. 

1.  A method of processing a transaction at a point-of-sale 
(POS) terminal, the method comprising the steps of: 
 receiving, by the POS terminal, a stream of data from a 
credential reader; 
 recognizing, by the POS terminal, a first data sequence in 
the received data stream; 
 in response to the recognized first data sequence, handling, 
by the POS terminal, transaction data coming in sequence after 
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the first data sequence according to a data-processing protocol 
stored on the POS terminal; 
 recognizing, by the POS terminal, a second data sequence 
in the received data stream; 
 in response to the recognized second data sequence, 
terminating, by the POS terminal, data handling according to the 
data-processing protocol; and 
 completing, by the POS terminal, a transaction based on 
the transaction data, 
 wherein the data-processing protocol comprises, by the 
POS terminal: 
  interrupting execution of a current task; and 
  combining the transaction data with item-purchase 
data received at the POS terminal and transmitting the data to a 
transaction-processing server for approval. 

 

 There are two independent claims: claims 1 and 11.  Claim 1 is to “[a] 

method of processing a transaction at a point-of-sale (POS) terminal” and 

claim 11 is to “[a] terminal for processing transactions at the point of sale.”  

Except for the data-processing protocol, they parallel each other.  

Specifically, while claim 1 calls for “interrupting execution of a current task; 

and combining the transaction data with item-purchase data received at the 

POS terminal and transmitting the data to a transaction-processing server for 

approval,” claim 11 more broadly states that a processor “causes interruption 

of a concurrently executing task and immediate transmission of the 

combined data, followed by resumed execution of the interrupted task.” 

 Claims 2–10 depend ultimately from claim 1; claims 12–15 depend 

ultimately from claim 11.  

 



CBM2018-00002 
Patent 8,924,260 B1 
 

7 

D. References 

 Petitioner relies on the following references: 

 
Name Reference Ex. No. 

Mueller U.S. Patent Publication No. 2012/0039469 A1, 
published Feb. 16, 2012 1004 

Chaikin U.S. Patent Publication No. 2011/0246284 A1, 
published Oct. 6, 2011 1005 

Brown U.S. Patent Publication No. 2011/0240745 A1, 
published Oct. 6, 2011 1006 

 

E. Grounds Asserted 

 Petitioner contends that claims 1–15 of the ’260 patent are 

unpatentable under the following four grounds (see Pet. 19–82): 

Ground Basis Prior Art Claims 
I § 101   1–15 
II § 103 Mueller  1–4, 6, 9, and 11–15 
III § 103 Chaikin and Brown 1, 2, 4, 11 and 12 
III § 112(b)  6 and 14 

Pet. 19. 

 Petitioner also relies on the Declaration of Leon Davoyan (Ex. 1003) 

as support for the various contentions.  

 

II. ANALYSIS 

 A. Standing to Seek Covered Business Method Patent Review 

 Section 18 of the AIA provides for the creation of a transitional 

program for reviewing covered business method patents.  Section 18 limits 

review to persons or their privies that have been sued or charged with 

infringement of a “covered business method patent,” which does not include 
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patents for “technological inventions.”  AIA §§ 18(a)(1)(B), 18(d)(1).  37 

C.F.R. § 42.302 states “[c]harged with infringement means a real and 

substantial controversy regarding infringement of a covered business method 

patent exists such that the petitioner would have standing to bring a 

declaratory judgment action in Federal court.” 

 Petitioner states that it was charged with infringement of at least one 

claim of the ’260 patent, as identified in Section I.B above.  Pet. 9.  Patent 

Owner does not dispute this statement.  Prelim. Resp. 2-3. 

 

i. Financial Product or Service 

 A covered business method patent “claims a method or corresponding 

apparatus for performing data processing or other operations used in the 

practice, administration, or management of a financial product or service, 

except that the term does not include patents for technological inventions.”  

AIA § 18(d)(1).  The “legislative history explains that the definition of 

covered business method patent was drafted to encompass patents ‘claiming 

activities that are financial in nature, incidental to a financial activity or 

complementary to a financial activity.’”  Transitional Program for Covered 

Business Method Patents—Definitions of Covered Business Method Patent 

and Technological Invention, 77 Fed. Reg. 48,734, 48,735, 37 C.F.R. § 

42.301(a) (Aug. 14, 2012) (Final Rule) (quoting 157 Cong. Rec. S5432 

(daily ed. Sept. 8, 2011) (statement of Sen. Schumer)).  The legislative 

history indicates that “financial product or service” should be interpreted 

broadly.  Id.  A patent need have only one claim directed to a covered 

business method to be eligible for review.  Id. at 48,736 (Response to 

Comment 8). 
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 Petitioner argues that “the ’260 Patent is directed to and claims 

activities financial in nature.”  Pet. 13.  In support thereof, Petitioner cites 

the following limitations of independent claim 1: “[a] method of processing 

a transaction at a point-of-sale (POS) terminal”; and “combining the 

transaction data with item-purchase data received at the POS terminal and 

transmitting the data to a transaction-processing server for approval.”  Pet. 

14.  Petitioner also cites the following limitations of independent claim 11: 

“[a] terminal for processing transactions at the point of sale.”  Id.  Petitioner 

further quotes several passages from the ’260 patent describing the invention 

as applying to POS systems for processing payment transactions.  Pet. 13–

14( citing Ex. 1001, 1:28–29; 2:6–16). 

 Patent Owner does not dispute those findings and raises no arguments 

in rebuttal. 

 Upon this record, we determine that Petitioner has established 

sufficiently that at least one claim recites a method directed to a financial 

product or service sufficient to meet a criterion for instituting a covered 

business method patent review. 

 

ii. Technological Invention 

 The definition of “covered business method patent” in Section 

18(d)(1) of the AIA does not include patents for “technological inventions.”  

To determine whether a patent is for a technological invention, we consider 

“whether the claimed subject matter as a whole recites a technological 

feature that is novel and unobvious over the prior art; and solves a technical 

problem using a technical solution.”  37 C.F.R. § 42.301(b).  Both prongs 

must be satisfied in order for the patent to be excluded as a technological 
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invention.  The following claim drafting techniques, for example, typically 

do not render a patent a “technological invention”: 

(a) Mere recitation of known technologies, such as computer 
hardware, communication or computer networks, software, 
memory, computer-readable storage medium, scanners, display 
devices or databases, or specialized machines, such as an ATM 
or point of sale device. 
(b) Reciting the use of known prior art technology to accomplish 
a process or method, even if that process or method is novel and 
non-obvious. 
(c) Combining prior art structures to achieve the normal, 
expected, or predictable result of that combination. 77 Fed. Reg. 
48,756, 48,763–64 (Aug. 14, 2012). 

 Petitioner argues that “[t]he ’260 Patent does not claim a 

‘technological invention.’”  Pet. 15.  

 Petitioner argues that “no ‘technological feature’ of ’260 Patent 

claims is novel and unobvious” (Pet. 16) because (a) “[t]he PTO has 

confirmed “[m]ere recitation of known technologies, [e.g.,] computer 

hardware, communication or computer networks, software, memory...or 

specialized machines, such as an ATM or point of sale device,” will “not 

typically render a patent a technological invention,” and “combining prior 

art structures to achieve a normal, expected, or predictable result of that 

combination” is not a technological invention.  See 77 F.R. 48,756, 48,764 

(Aug. 14, 2012)” (Pet. 16); (b) “[t]he ’260 Patent claims do not require any 

particularized hardware;” (Pet. 16; Ex 1003 ¶ 47); and (c) “[t]he ’260 Patent 

claims also recite routine computer functions, . . . .”  Pet. 16; Ex. 1003 ¶ 48. 

 Petitioner argues that “[t]he ’260 Patent claims do not solve a 

technical problem using a technical solution because there was no technical 

problem to [begin] with.”  Pet. 17; Ex. 1003 ¶ 45.  “[The ’260 patent] 
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identifies a purportedly ‘burdensome’ procedure: having the cashier 

designate, manually the transaction data.  Ex1001, 1:54–58.  However, at the 

time of the alleged invention, point of sale terminals can already distinguish 

data from a credit card versus a gift card or rewards card.  Ex1003 ¶¶45, 49.”  

Pet. 17.  Also, “[t]he ’260 Patent [ ] recites a method and apparatus for 

automating the identification of transaction data [which] involve nothing 

more than well-known, generic components . . . .”  Pet. 17; Ex. 1003 ¶ 45. 

 Patent Owner does not dispute those findings and raises no arguments 

in rebuttal. 

 Upon this record, we determine that Petitioner has established 

sufficiently that the subject matter of at least one claim as a whole does not 

recite a technological feature that is novel and unobvious over the prior art 

and is not directed to a technical solution to a technical problem. 

 Accordingly, on this record, we find that the ’260 patent is eligible for 

covered business method patent review. 

 
B. Patent-Eligibility of Claims 1–15 (Ground I) 

 Petitioner challenges claims 1–15 as patent-ineligible under 35 U.S.C. 

§ 101.  Pet. 19–30.  

 

1. Estoppel 

 Patent Owner asserts that “Petitioner . . . is estopped from bringing 

this challenge under 35 U.S.C. § 101 because the court in the Rhode Island 

Action already considered these grounds and issued a final judgment 

rejecting the challenge.”  Prelim. Resp. 16 (citing Ex. 2003).  Patent Owner 

asserts further that “Petitioner’s failure to meet the standing requirements of 
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37 C.F.R. § 42.302 requires that the current Petition be dismissed in its 

entirety.”  Prelim. Resp. 20.   

Specifically, Patent Owner asserts that Petitioner previously raised a 

question of patent eligibility for claims 1–15 of the ’260 patent in 

“Defendant DailyGobble, Inc. d/b/a Relevant’s Motion for Judgment on the 

Pleadings” (Document 34) filed on October 19, 2016 in the District Court 

proceeding SCVNGR, Inc., v. Dailygobble, Inc., 1:16-cv-134-M-LDA 

(D.R.I. 2016).  Prelim. Resp. 18–19 (citing Ex. 2017; “Rule 12(c) motion”).  

Patent Owner asserts that the Petition, at pages 21–30, repeats verbatim 

arguments made in that Rule 12(c) motion (Ex. 2017), and asserts further 

that the Petition presents no new arguments that the District Court did not 

consider.  Id. 

The District Court denied the Rule 12(c) motion, determining, via the 

Alice two-step analytical framework, that claims 1–15 of the ’260 patent are 

not directed to an abstract idea, but to “improv[ing] the functioning of a POS 

terminal by enabling the POS terminal to differentiate between different 

forms of data streams” (step one) and, “[e]ven if the Court is to assume that 

the claims at issue in the ’260 patent are directed towards an abstract idea, 

the specific improvements to the payment processing system adds an 

inventive concept . . . .  [T]he ’260 patent overcomes unique technological 

challenges.  Namely, a POS terminal that can process multiple data streams 

at a time through different inputs and stop a lower priority transaction mid-

stream” (step two).  SCVNGR, Inc. v. DailyGobble, Inc., 238 F.Supp.3d 263, 

268–269 (D.R.I. 2017); Ex. 2003, 8, 11.  
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a. Is Petitioner Estopped from Challenging the Claims 
Under 35 U.S.C. § 101? 

 There is no dispute that Patent Owner is correct in its assertion that 

Petitioner, at pages 21–30, repeats, essentially verbatim, section 101 

arguments made in the Rule 12(c) motion.  A decision on that Rule 12(c) 

motion was rendered by the District Court on March 2, 2017, adverse to 

Petitioner.  Ex. 2003, 12 (holding that the claims of the ’260 patent “are not 

directed to an abstract idea, and even if [they were], the ’260 patent 

sufficiently states an inventive concept”).   

 Patent Owner argues that the District Court’s decision was a final 

judgment that serves to estop Petitioner from raising that issue anew under 

37 C.F.R. § 42.302(b).2  Prelim. Resp. 16–20. 

Our reviewing court has held that questions of estoppel are resolved 

by the law of the applicable regional court of appeals.  RF Del., Inc. v. Pac. 

Keystone Techs., Inc., 326 F.3d 1255, 1261 (Fed. Cir. 2003).  Patent Owner 

argues that, under First Circuit jurisprudence, the adverse decision received 

by Petitioner on its section 101 argument in the FRCP 12(c) motion for 

judgment on the pleadings is final because Section 101 is a legal issue and 

that issue was decided as a matter of law by the District Court.  Prelim. 

Resp. 17–19 (citing, e.g., Manganella v. Evanston Ins. Co., 700 F.3d 585, 

591 (1st Cir. 2012) (“Issue preclusion (also called collateral estoppel) 

prevents a party from relitigating issues that have been previously 

                                           
2 37 C.F.R. § 42.302(b) states, “A petitioner may not file a petition to 
institute a covered business method patent review of the patent where the 
petitioner, the petitioner's real party-in-interest, or a privy of the petitioner is 
estopped from challenging the claims on the grounds identified in the 
petition.” 
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adjudicated.  The doctrine applies to issues of fact as well as those of law.” 

(internal quotations and citations omitted)); Restatement (Second) of 

Judgments § 27 (1982) (“An issue may be submitted and determined on . . . 

a motion for judgment on the pleadings”)).   

The difficulty with the Patent Owner’s position is that it is, at best, 

unclear that the District Court’s decision on the Rule 12(c) motion amounts 

to “a final judgment rejecting the challenge” (Prelim. Resp. 16) under 35 

U.S.C. § 101.  See Robson v. Hallenbeck, 81 F.3d 1, 4 (1st Cir. 1996) 

(denying defendants’ appeal of the district court’s denial of their motion to 

dismiss, judgment on the pleadings, and for summary judgment, stating 

“[t]he denial of the defendants’ motion is not independently appealable as a 

final order.”); see also 5C Fed. Prac. & Proc. Civ. § 1372 (3d ed.) (“A denial 

of a motion for judgment on the pleadings, however, is interlocutory; it is 

not a final judgment on the merits and the moving party does not have an 

immediate right to appeal the district court’s determination.”). 

Patent Owner argues that “[t]he district court’s determination of 

validity under 35 U.S.C. § 101 is ‘final’ even though the litigation remains 

ongoing as to other issues, including infringement.  See Restatement 

(Second) of Judgments § 13 (1982) (“A judgment may be final in a res 

judicata sense as to a part of an action although the litigation continues as to 

the rest.”).”  Prelim. Resp. 18.   

But, while the record supports the fact that the District Court rendered 

a determination of validity under 35 U.S.C. § 101, it is, at best, unclear 

whether the District Court’s judgment is yet final on the matter.  We are not 

persuaded that, on this record, the unfavorable ruling on the a 35 U.S.C. 
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§ 101 challenge is final and thereby triggers estoppel under 37 C.F.R. 

§ 42.302(b).3   

   Accordingly, based on the record before us, we determine that 

Petitioner is not estopped under 37 C.F.R. § 42.302(b) from raising the 

section 101 issue here, notwithstanding that it already received a decision on 

the matter in District Court.   

 

b. Should the Petition Be Dismissed In Its Entirety? 

 Patent Owner further asserts that the Board should dismiss the Petition 

in its entirety for failing to meet the standing requirement of 37 C.F.R. 

§ 42.302(b), which states that a “petitioner may not file a petition to institute 

a covered business method patent review of the patent where the 

petitioner . . . is estopped from challenging the claims on the grounds 

identified in the petition.”  As set forth above, however, we do not determine 

that Petitioner is estopped in any respect.  Accordingly, Patent Owner’s 

assertions on this issue are moot. 

 

2. Patent-Eligibility 

 As noted above, the present challenge repeats, essentially verbatim, 

arguments made in that motion with respect to section 101, without 

advancing any new arguments.  Furthermore, no reason has been given as to 

                                           
3 There is no indication in the record before us that Petitioner appealed the 
District Court’s ruling or that the ruling was yet ripe for appeal.  Petitioner 
did not discuss the estoppel issue other than to “certify[y] it is not barred or 
otherwise estopped.”  Pet. 9.  Petitioner did not request a reply to the 
Preliminary Response. 
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why Petitioner believes we should now reach an outcome different than the 

one the District Court has already reached on the same arguments. 

 Substantively, we agree with the District Court’s decison.  As Patent 

Owner has argued, “the proper inquiry under the first part of the Alice test is 

not simply whether a claim “involves” some patent-ineligible concept, but 

rather whether the claim “as a whole is directed to excluded subject matter.”  

[Enfish, LLC v. Microsoft Corp., 822 F.3d 1327, 1335 (Fed. Cir. 2016)].”  

Petitioner argues that “the ’260 Patent claims are directed to the abstract idea 

of recognizing and processing transaction data.”  Pet. 21.  But, as the District 

Court pointed out, and we agree, “[c]ategorizing the claims in the ’260 

patent as nothing more than recognizing and processing transaction data 

improperly describes the claims at a high level of abstraction, as warned 

against in Enfish.  Id. at 1337.”  SCVNGR, Inc. v. DailyGobble, Inc., 238 

F.Supp.3d at 268.  Rather, the District Court held that “[t]he claims in the 

’260 patent . . .  apply to a single method for differentiating between 

different forms of data streams and interrupting a current function of the 

POS terminal,” and that such a concept is not an abstract idea  Id.  We agree 

with that analysis in every respect. 

 For the above reasons, we are unpersuaded that the Petition 

establishes that it is more likely than not that claims 1-15 are patent-

ineligible under 35 U.S.C. § 101. 

 
C. §103 (Grounds II and III) 

1. Level of Ordinary Skill in the Art 

 With regard to the level of ordinary skill in the art, we determine that 

no express articulation is necessary based on the record before us in this 
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case.  The level of ordinary skill in the art is reflected by the prior art of 

record.  See Okajima v. Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 2001); In 

re GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995); In re Oelrich, 579 F.2d 

86, 91 (CCPA 1978).   

 
2. Overview of the Prior Art References 

a. Mueller 

 Mueller relates to providing methods and systems for  

enabl[ing] or otherwise facilitat[ing] various forms of token 
transactions.  Particularly, in accordance with one aspect of the 
invention, data security techniques such as, for example, various 
forms of encryption, can be implemented with token systems to 
provide a measure of security in the token data.  In one 
embodiment, information from tokens of various forms can be 
encrypted on the token itself and can also be encrypted as the 
data is read by a data capture device used to read data from the 
token. 

Ex. 1004 ¶ 15. 

 

b. Chaikin 

 Chaikin relates to delivering electronic coupons through mobile 

devices.  Ex. 1005 ¶ 15. 

 

c. Brown 

 Brown relates to “a payment card that can magnetically provide use-

once account numbers to legacy card readers.”  Ex. 1006 ¶ 11. 



CBM2018-00002 
Patent 8,924,260 B1 
 

18 

 

 3. § 103 over Mueller (Ground II) 

 Petitioner challenges claims 1–4, 6, 9 and 11–15 as obvious under 35 

U.S.C. § 103(a) over Mueller.  Pet. 30–40. 

 

Claim 1 

 Petitioner contends that claim 1 of the ’260 patent is unpatentable 

under § 103 over Mueller, because it discloses all that is claimed.  However, 

Petitioner also contends that “[t]o the extent, SCVNGR argues further 

disclosure is required, it would have been obvious to a POSITA to”:  

• “use a ‘data-processing protocol stored on the POS terminal’ to 

‘handle, the transaction data” (Pet. 36 (citing Ex. 1003 ¶ 69)); 

• “terminate data handling once the end sentinel, which denotes the end 

of the transaction data, is received” (Pet. 37 (citing Ex. 1003 ¶ 70)); 

and, 

• “interrupt execution of other POS tasks to process the transaction and 

transmit the data to a transaction processing server for approval” (Pet. 

39 (citing Ex. 1003 ¶ 71)).  

 Claim 1 includes the limitation:  

[a] data-processing protocol compris[ing], by the POS terminal: 
 interrupting execution of a current task; and 
 combining the transaction data with item-purchase data 
received at the POS terminal and transmitting the data to a 
transaction-processing server for approval. 

Emphasis added. 
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 With regard to this data-processing protocol limitation, paragraphs 

141, 375, and 180 of Mueller are relied on, by Petitioner, as evidence that 

Mueller discloses it.  Pet. 38–39; Ex. 1003 ¶ 70.  

In a step 96, terminal 114 routes the data to the transaction 
processing network 123 to obtain authorization or approval 
for the transaction from one or more entities as appropriate.  
The data stream 137 routed by terminal 114 can include some or 
all of the data provided in the secure data stream 135, and can 
[b]e augmented to provide additional data as may be 
appropriate for the environment or type of transaction.”  

Pet. 38–39 (citing Ex. 1004, ¶141). 
Thus, for example, in terms of the bank card scenario, the data 
capture device might ask the user to enter a transaction amount 
such that this data can be plugged into the data package for 
transmission.  In an alternative embodiment, fill data or dummy 
data can be included to ensure a complete data package is 
provided.  In this manner, the transaction data can be 
complete for transmitting the command transaction to the 
server or other processing equipment.  

Pet. 39 (citing Ex. 1004 ¶ 375). 
At transaction processing network 123, decryption module 122A 
can retrieve the appropriate key, in this example key 11, to 
decrypt the remainder of the account number to further process 
the transaction.  Additionally, in embodiments where gateway 
120 may re-encrypt the hank  [sic, bank] identification number 
and that data is needed to resolve the transaction, transaction 
processing network 123 can also decrypt that portion of the 
data to complete the transaction.  In such case, transaction 
processing network 123 may have available to it the appropriate 
key for such decryption such as in this embodiment where 
separate keys are used.  

Pet. 39 (citing Ex. 1004 ¶ 180). 
 Patent Owner asserts that Mueller does not disclose the step of: 

“interrupting execution of a current task; and combining the 
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transaction data with item-purchase data received at the POS terminal 

and transmitting the data to a transaction processing server . . . ,” as 

recited in each of independent claims 1 and 11.  Prelim. Resp. 46.  We agree.  

In particular, we are unable to identify, in the aforementioned passages of 

Mueller, “interrupting execution of a current task.” 

 Paragraph 141 discloses routing data and augmenting data to provide 

additional data.  Paragraph 375 discloses that “the transaction data can be 

complete for transmitting the command transaction to the server or other 

processing equipment.”  Paragraph 180 discloses decrypting a portion of 

data to complete a transaction.  We find that these passages describe various 

data processing steps that could be performed.  Petitioner does not explain, 

however, how one of ordinary skill reaches the data-processing protocol that 

the claimed method employs, which includes “interrupting execution of a 

current task,” based on performing any of these steps.  Indeed, all that the 

Petitioner has done is make bald citations to passages from Mueller, without 

any further discussion explaining how Mueller’s routing, augmenting, 

completing, and/or decrypting steps would have led one of ordinary skill in 

the art to a POS terminal “interrupting execution of a current task,” and 

performing the rest of the data processing protocol. 

 We note that Petitioner additionally relies on Declarant’s testimony.  

Pet. 38; Ex. 1003 ¶ 70.  But there, the Mueller passages are simply repeated.  

See Ex. 1003 ¶ 70.  We are unpersuaded that the Declarant adds anything 

that the Petition does not already say.   

 Petitioner further argues the following: 

To the extent SCVNGR argues further disclosure is required, it 
would have been obvious to a POSITA to interrupt execution of 
other POS tasks to process the transaction and transmit the data 
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to a transaction processing server for approval.  Ex1003, ¶71.  
The ’260 Patent did not invent the use of system interrupt 
commands which interrupts a low-level process for a higher 
priority process.  Ex1003, ¶72.  This has been performed by 
computers for decades.  Ex1003, ¶72.  This type of functionality 
would have been obvious to one skilled in the art.  Ex1003, ¶72; 
See Ex1014.  In fact, the specification itself describes this as 
“caching” where “during periods when the POS workstation is 
executing high-priority tasks or when data from a particular 
source cannot yet be processed . . . the data from the canner [sic, 
scanner] is stored in volatile memory; while upon completion of 
item scanning . . . the cached or incoming data from scanner 115 
is immediately combined with transaction data and sent to server 
125 for transaction processing.”  Ex1001, 7:23-32; Ex1003, ¶72.  
As such, the additional limitation added nothing more than an 
obvious basic functionality of a computer.  Ex1003, ¶73.  Not 
only would such functionality been obvious to a person of 
ordinary skill in the art, but it would have existed in nearly every 
POS workstation running Microsoft WINDOWS, as described 
by the specification of the ’260 Patent.  Ex1003, ¶73; See 
Ex1014, GetPriorityClass Function, Windows Dev Center (“The 
operating system uses the base priority level of all executable 
threads to determine which thread gets the next slice of CPU time 
. . . and only when there are no executable threads at a higher 
level will scheduling of threads at a lower level take place.”). 

Pet. 39–40.  

 The above stated rationale to modify, however, “to interrupt execution 

of other POS tasks to process the transaction and transmit the data to a 

transaction processing server for approval,” improperly presumes the 

conclusion, because all that actually has been shown, by the evidence, is that 

“interrupting execution of a current task,” disembodied from the other data 

processing protocol, was known.  Pet. 39.  The relevant question is whether 

the claimed method, as a whole, would have been obvious to one of ordinary 

skill in the art given Mueller.  We are unpersuaded that the fact that, for 
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example, “interrupting execution of a current task” was known at the time of 

the invention is, in and of itself, a sufficient reason to render the claimed 

method, of which the “interrupting” is only a part of the data-handling 

protocol, obvious.  This is so, because the data-handling protocol set forth in 

claim 1 is not merely an adjunct to a series of POS-executed data processing 

steps.  It is stored on the POS terminal, and is accessed so that specific 

functions for handling a data stream, that the POS terminal receives, can be 

performed.  That is, the process of claim 1 requires a POS terminal to 

receive a stream of data from a credential reader, and to recognize two data 

sequences in that stream, i.e., a first and a second data sequence.  In response 

to the recognized first data sequence, the POS performs the first part of the 

data-processing protocol, i.e., “interrupting execution of a current task,” and 

then handles transaction data coming in sequence, after the first data 

sequence, according to the rest of said data-processing protocol stored in the 

POS terminal.  Establishing the mere existence of “interrupting execution of 

a current task” generically is insufficient to persuade us that the entire 

sequence claimed and listed above would have been obvious. 

 For the above reasons, we are unpersuaded that the Petition 

establishes that it is more likely than not that claim 1 is unpatentable over 

Mueller. 

 

Claims 2–4, 6, and 9  

 Claims 2–4, 6, and 9 each depend from claim 1 and, therefore, also 

include the aforementioned data-processing protocol, including 

“interrupting,” used in the manner claimed.  Petitioner’s position that 
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Mueller discloses said limitation, or that it would have been obvious, also 

applies to claims 2–4, 6, and 9.  Pet. 41–47. 

 For the same reasons as set forth above we are unpersuaded that 

Petitioner has shown sufficiently that, given Mueller and what may have 

been known, one of ordinary skill in the art would have been led to employ 

the data-processing protocol, including “interrupting,” as claimed.  As such, 

we are unpersuaded that the Petition establishes that it is more likely than 

not that claims 2–4, 6, and 9 are unpatentable over Mueller. 

 

Claim 11 

 Claim 11 parallels claim 1, but expresses the data-processing protocol 

more broadly; that is, it “causes interruption of a concurrently executing task 

and immediate transmission of the combined data, followed by resumed 

execution of the interrupted task.” 

 Petitioner relies on the same evidence as relied on for claim 1, and 

adds the same argument in support of concluding that “it would have been 

obvious to a POSITA to interrupt execution of other POS tasks to process 

the transaction and transmit the data to a transaction processing server for 

approval.”  Pet. 55.  Accordingly, our analysis is the same, as set forth above 

for claim 1.    

 For the above reasons, we are unpersuaded that the Petition 

establishes that it is more likely than not that claim 11 is unpatentable over 

Mueller. 

 

Claims 12–15 
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 Claims 12–15 depend ultimately from claim 11 and, therefore, also 

include the afore-discussed data-processing protocol used in the manner 

claimed.  Petitioner’s position that Mueller discloses said limitation, or that 

it would have been obvious, also applies to claims 12–15.  Pet. 56–58. 

 For the same reasons as set forth above we are unpersuaded that 

Petitioner has shown sufficiently that Mueller discloses employing the data-

processing protocol, including “interrupting,” as claimed.  As such, we are 

unpersuaded that the Petition establishes that it is more likely than not that 

claims 12–15 are unpatentable over Mueller. 

 

 4. § 103 over Chaikin and Brown (Ground III) 

 Petitioner challenges claims 1, 2, 4, 11 and 12 as obvious under 35 

U.S.C. § 103(a) over Chaikin and Brown.  Pet. 58–72. 

 

Claim 1 

 This challenge suffers for essentially the same reasons discussed 

above with respect to the challenge under § 103 over Mueller alone. 

 Petitioner relies on Chaikin as evidence that the protocol, as claimed, 

is disclosed in the prior art.  Pet. 70, Ex. 1005.  Specifically, the cited portion 

of Chaikin reads as follows: 

[0160] In further embodiments, devices in addition to Barcode 
Scanner 401 are in communication with Remote Server 700 
using Interceptor Device 100 (devices such as card readers, video 
recorders, payment processing devices, etc).  With such a robust 
network, Remote Server 700 is able to receive in real-time such 
information as: 
[0161] mobile wallet user ID (encrypted or unencrypted), 
Interceptor Device 100 ID, and Communicator Device 200 ID 
(note that Device IDs can be associated with a specific location) 
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[0162] all UPCs scanned by Barcode Scanner 401 and associated 
time of scanning 
[0163] all Coupon IDs, Coupon Redemption Codes, Loyalty 
Member IDs, Gift Card IDs, and other incentive information  
[0164] location information regarding the proximity of people or 
items near RFID Readers 141 
[0165] payment Transaction information, such as a gift card's 
credit/debit and balance data 
[0166] any information converted into data by a data reader 
connected to Interceptor Device 100 or in direct communication 
with Communicator Device 200”) 

Ex. 1005 ¶¶ 160–161.  As with the previous ground, however, these 

passages of Chaikin only describe various data processing steps 

(“receiv[ing]” in particular) that could be performed.  All Petitioner has been 

done is to cite said passages, without explaining how those passages would 

have led one of ordinary to skill to the precise data processing protocol 

claimed.  See Pet. 70–71.  Specifically, there is no further discussion 

explaining how Chaikin’ s communication, receiving, and scanning steps, 

for example, would have led one of ordinary skill in the art to a POS 

terminal handling transaction data and terminating data handling according 

to the claimed method’s data-processing protocol, where one step of that 

protocol is “interrupting execution of a current task.” 

 We note that Petitioner additionally relies on Declarant’s testimony. 

Pet. 70; Ex. 1003 ¶ 95.  But there, the Chaikin passages are simply repeated.  

See Ex. 1003 ¶ 95.  We are unpersuaded that the Declarant adds anything 

that the Petition does not already say.   

 Again, Petitioner asserts the following: 

To the extent SCVNGR argues further disclosure is required, it 
would have been obvious to a POSITA to interrupt execution of 
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other POS tasks to process the transaction and transmit the data 
to a transaction processing server for approval.  Ex1003, ¶96.  
The ’260 Patent did not invent the use of system interrupt 
commands which interrupts a low-level process for a higher 
priority process.  Ex1003, ¶97.  This has been performed by 
computers for decades.  Ex1003, ¶97.  This type of functionality 
would have been obvious to one skilled in the art.  Ex1003, ¶97; 
See Ex1014.  In fact, the specification itself describes this as 
“caching” where “during periods when the POS workstation is 
executing high-priority tasks or when data from a particular 
source cannot yet be processed . . . the data from the canner [sic, 
scanner] is stored in volatile memory; while upon completion of 
item scanning . . . the cached or incoming data from scanner 115 
is immediately combined with transaction data and sent to server 
125 for transaction processing.”  Ex1001, 7:23-32; Ex1003, ¶97.  
As such, the additional limitation added nothing more than an 
obvious basic functionality of a computer.  Ex1003, ¶97.  Not 
only would such functionality been obvious to a person of 
ordinary skill in the art, but it would have existed in nearly every 
POS workstation running Microsoft WINDOWS, as described 
by the specification of the ’260 Patent.  Ex1003, ¶97; See 
Ex1014, GetPriorityClass Function, Windows Dev Center (“The 
operating system uses the base priority level of all executable 
threads to determine which thread gets the next slice of CPU time 
. . . and only when there are no executable threads at a higher 
level will scheduling of threads at a lower level take place.”). 

Pet. 71–72.  Our analysis here is the same as set forth above with respect to 

the ground based on Mueller, and need not be repeated. 

 Petitioner cites Brown as remedying Chaikin’s failure to disclose the 

first and second data sequence of claim 1.  Pet. 59; Ex. 1003 ¶ 87.  

 Specifically, Brown is relied on for its showing of “industry standard 

formats for credit card information:” (Pet. 59), as follows: 

[0008] A typical Track-1, as defined by the International Air 
Transport Association (IATA), as being seventy-nine 
alphanumeric 7-bit characters recorded at 210-bits-per-inch (bpi) 
With 7-bit encoding, Track-2, as defined by the American 
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Bankers Association (ABA), is forty numeric characters at 75-
bpi With 5-bit encoding, and Track-3 (ISO-4909) is typically one 
hundred and seven numeric characters at 210 bpi With 5-bit 
encoding.  Each track includes starting and ending sentinels, and 
a longitudinal redundancy check character (LRC).  The Track-1 
format can include user primary account information, user name, 
expiration date, service code, and discretionary data. 
Conventional payment card magnetic tracks conform to the 
ISO/IEC Standards 7810, 7811-1-6, and 7813, and other formats. 

Ex. 1006 ¶ 8 (cited at Pet. 59).  

 According to Petitioner, “Brown distinctly describes the ‘sentinel’ 

method using header and footer codes surrounding transaction data.  

Ex1003, ¶89.”  Pet. 60.  Paragraphs 33 and 34 of Brown (Ex. 1006) provide 

further detail about Tracks 1–3, showing start and end sentinels in each 

track.  For these paragraphs, Petitioner does state that “Brown further 

discloses handling the transaction data which comes in sequence after the 

first sentinel in accordance [with] a data-processing protocol.”  Pet. 67 

(citing Ex. 1006 ¶¶ 33–34.)   

 Paragraphs 33 and 34 of Brown are reproduced below. 

 

 



CBM2018-00002 
Patent 8,924,260 B1 
 

28 

 

 
 

 



CBM2018-00002 
Patent 8,924,260 B1 
 

29 

 
Paragraphs 33 and 34 of Brown (Ex. 1006) providing detail about Tracks 1–

3, showing start and end sentinels in each track. 
 

From these paragraphs, Petitioner does not identify with any specificity, and 

we are unable to ascertain independently, how sentinels affect a POS 

terminal in terms of causing it to perform any functions, let alone the 

specific functions, such as “interrupting,” implemented via the data-

processing protocol stored on and implemented at the POS terminal, as 

recited in claim 1.  As best as we are able to ascertain, the start and end 

sentinels merely bracket identification data, and Petitioner has not explained 

sufficiently how such identification data corresponds to the first and second 

data sequences, so that they function via the data-processing protocol stored 

on, and implemented at, the POS terminal of the claimed process, as recited 

in claim 1. 

 Petitioner adds that “[t]o the extent SCVNGR argues further 

disclosure is required, it would have been obvious to a POSITA to use a 

‘data-processing protocol stored on the POS terminal’ to ‘handle’ the 

transaction data.”  Pet. 67 (citing Ex. 1003 ¶ 94).  Paragraph 94 of the 

Declaration merely parrots the aforementioned portions of the Petition, 
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without further elaboration.  This assertions suffers from the same deficiency 

as Petitioner’s reliance on paragraphs 33 and 34 of Brown. 

 For the above reasons, we are unpersuaded that the Petition 

establishes that it is more likely than not that claim 1 is unpatentable over 

Mueller. 

 

Claims 2 and 4 

 Claims 2 and 4 each depend from claim 1 and, therefore, also includes 

the aforementioned data-processing protocol, including “interrupting,” used 

in the manner claimed.  Petitioner’s position as to claim 1 also applies to 

claims 2 and 4.  Pet. 72-74. 

 For the same reasons as set forth above, we are unpersuaded that 

Petitioner has shown sufficiently that Chaikin and Brown disclose, or would 

have led one of ordinary skill to employ the data-processing protocol, as 

claimed.  As such, the Petition does not establish that it is more likely than 

not that claims 2 and 4 are unpatentable over Chaikin and Brown. 

 

Claim 11 

 Claim 11 parallels claim 1, but expresses the data-processing protocol 

more broadly; that is, it “causes interruption of a concurrently executing task 

and immediate transmission of the combined data, followed by resumed 

execution of the interrupted task.” 

 Petitioner relies on the same evidence as relied on for claim 1, and 

adds the same argument in support of concluding that “it would have been 

obvious to a POSITA to interrupt execution of other POS tasks to process 

the transaction and transmit the data to a transaction processing server for 



CBM2018-00002 
Patent 8,924,260 B1 
 

31 

approval.”  Pet. 79–80.  Accordingly, our analysis is the same as set forth 

above for claim 1.    

 For the above reasons, we are unpersuaded that the Petition 

establishes that it is more likely than not that claim 11 is unpatentable over 

Chaikin and Brown. 

 

Claim 12 

 Claim 12 depends from claim 11 and, therefore, also includes the 

aforementioned data-processing protocol used in the manner claimed.  

Petitioner’s position that Chaikin and Brown disclose said limitation, or that 

it would have been obvious, also applies to claim 12.  Pet. 81. 

 For the same reasons as set forth above, we are unpersuaded that 

Petitioner has shown sufficiently that Chaikin and Brown disclose or would 

lead one of ordinary skill to employ the data-processing protocol as claimed.  

As such, the Petition does not establish that it is more likely than not that 

claim 12 is unpatentable over Chaikin and Brown. 

 

D. Definiteness (Ground IV) 

 Claims 6 and 14 are challenged as being indefinite.  We reproduce the 

argument in the Petition in its entirety: 

 Claims 6 and 14 are unpatentable under 35 U.S.C. §112(b) 
– they fail to point out with particularity and distinctly claim the 
subject matter which the application regards as his invention.  
Specifically, claim 6 depends from Claim 1.  Claim 1 states 
“wherein the data-processing protocol comprises, by the POS 
terminal: interrupting execution of a current task; and 
combining the transaction data with item-purchase data received 
at the POS terminal and transmitting the data to a transaction 
processing server for approval.”  However, Claim 6 further adds 
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“wherein the data processing protocol comprises, by the POS 
terminal, continuing execution of a current task while 
concurrently combining the transaction data with item-purchase 
data received at the POS terminal and transmitting the data to a 
transaction processing server for approval.”  Claim 6 does not 
specifically set forth how the alleged invention both “interrupts 
execution of a current task” and “continues execution of a current 
task” simultaneously as both steps are done while “combining 
the transaction data with item-purchase data received at the POS 
terminal and transmitting the data to a transaction-processing 
server for approval.”  Likewise, claim 14 which depends from 
claim 12 which depends from claim 11 suffers the same fatal 
flaw. 
 Petitioner thus requests cancellation of the Claims 6 and 
14 for failure to comply with §112(b). 

Pet. 82.  We are unpersuaded. 

 Neither claim 6 nor claim 14 call for “continu[ing] execution of a 

current task” simultaneously with “interrupt[ing] execution of a current 

task,” as called for in each of independent claims 1 and 11 from which they 

depend, respectively.  Furthermore, the Specification provides examples of 

simultaneous operation.  See Ex. 1001, 6:48–51 (“Still another exemplary 

data-handling protocol 230 supports concurrent execution of multiple tasks, 

and combination of associated data streams, by multithreading or other 

concurrent execution methodology.”).  “[C]laims are to be read in the light 

[of the specification], not in a vacuum.” In re Dean, 291 F.2d 947, 951 

(CCPA 1961). In view of this disclosure, the Petition does not establish that 

it is more likely than not that claims 6 and 14 are unpatentable for being 

indefinite. 
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III. CONCLUSION 

 For the foregoing reasons, we determine that Patent Owner has not 

demonstrated that the Petitioner is estopped from pursuing one ground set 

forth in the Petition, and Petitioner has not demonstrated that it is more 

likely than not that it would prevail with respect to all of the claims 

challenged on the grounds in the Petition.  We do not institute a review 

under the transitional program for covered business method patents of 

claims 1–15 of the ’260 patent on any ground. 

 

IV. ORDER 

 It is  

 ORDERED that the Petition is denied, and that we do not institute a 

review under the transitional program for covered business method patents 

of claims 1–15 of the ’260 patent.  
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