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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

OPAL RUN LLC, § 
 § 
 Plaintiff, § 
 § 
v. § No. 2:16-CV-00024-JRG-RSP 
 § 
C & A MARKETING, INC., § 
 § 
 Defendant. § 

ORDER 

In this patent suit, the Court will now consider Defendant Overnightprints, Inc.’s 

Motion for Attorney Fees Under 35 U.S.C. § 285 [Dkt. # 151]. For the reasons that follow, 

the Court will GRANT the motion. 

I. BACKGROUND 

In November 2015, Opal Run filed its Complaint against Overnightprints, Inc. 

(Overnight), asserting infringement of Claim 10 of U.S. Patent 6,704,120. In general, the 

’120 Patent is directed to technology for creating personalized print products, such as greet-

ing cards and invitations. The patent purports to improve on the prior art by automating 

image-processing functions and by enabling access to image-processing functions separate 

from the software used to create the printed product. These improvements allow image 

modification without the need for a graphic artist. ’120 Patent at 1:8–12; id. at 2:51–4:54. 

Opal Run’s lawsuit against Overnight was one of 20 lawsuits it filed the same day 
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concerning the ’120 Patent. Most of those quickly settled, with defendants paying from 

$3000 to $15,000 for a license. Opal Run’s Settlement Amounts [Dkt. # 151-1]. Opal Run 

offered to license the ’120 Patent to Overnight for $10,000, but Overnight refused. 

In March 2016, Overnight challenged whether Claim 10 was directed to patent-eli-

gible subject matter. Overnight’s Mot. to Dismiss [Dkt. # 12] (No. 2:15-CV-02041). But 

on May 6, 2016—before its sur-reply to Overnight’s motion was due—Opal Run offered 

to dismiss the case with prejudice if Overnight would bear its own fees. Bonilla Decl. (June 

4, 2017) [Dkt. # 151-2] ¶ 6. Overnight rejected the offer because it viewed “Opal Run’s 

position as indicating its plan not to test the merits and instead just seek an early settle-

ment.” Bonilla Email (May 11, 2016) [Dkt. # 151-3]. 

Overnight made two counteroffers. Initially, Overnight offered to agree to dismissal 

if Opal Run would pay for Overnight’s fees, see id., but Opal Run refused. Then, on June 

3, Overnight offered to agree to a dismissal with prejudice provided Overnight could seek 

its fees for defending the case. McNabnay Letter (June 3, 2016) [Dkt. # 151-4]. Opal Run 

also refused this offer, maintaining it would only agree to dismiss the case if Overnight 

waived its right to move for fees. 

With settlement talks at an impasse, the parties proceeded to the claim-construction 

phase of the case. Overnight proposed constructions for several claim terms, but Opal Run 

argued no terms required construction. J. Cl. Constr. & Prehearing Statement [Dkt. # 93] 

Ex. A. Just before the claim-construction hearing, Opal Run agreed to the Court’s prelim-

inary constructions, despite that Overnight told Opal Run the constructions would compel 
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a conclusion of noninfringement. Bonilla Decl. (June 4, 2017) [Dkt. # 151-2] ¶ 8; see also 

Claim Constr. Mem. Op. & Order [Dkt. # 107]. 

A month after the Court issued its claim construction order, Opal Run proffered a 

new infringement theory in the report of its infringement expert, Paul Loftsgard. Although 

its infringement contentions relied on specific HTML code, see, e.g., Opal Run’s Prelimi-

nary Infringement Contentions [Dkt. # 113-1] Ex. A at 4, 7, Loftsgard’s report focused on 

different code written in a different language. See Loftsgard Rep. [Dkt. # 113-5] at 9–12. 

Loftsgard’s report also focused on a portion of Overnight’s website concerning business 

cards, whereas Opal Run’s infringement contentions were directed to calendars. Thus, at 

Overnight’s request, the Court struck all portions of Loftsgard’s report relating to this new 

theory. Order [Dkt. # 146] at 4 (“Opal Run is advancing a new infringement theory, not an 

example of an infringement theory previously disclosed.”). 

Throughout the case, Opal Run conducted relatively little discovery. It served no 

written discovery, and issued a single Rule 30(b)(6) deposition notice one week before the 

close of discovery. Ultimately, Overnight provided some financial information in exchange 

for Opal Run withdrawing the notice. 

In March 2017, Overnight moved for summary judgment of noninfringement. In 

opposition to the motion, Opal Run only offered its infringement contentions and the 

Loftsgard report. Opal Run did not submit any declarations to support the admissibility 

of the materials referenced within the documents. Thus, after the Court struck Loftsgard’s 

report, Opal Run’s opposition left only its infringement contentions as “evidence” opposing 
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summary judgment. 

Shortly after the Court excluded Loftsgard’s report, Opal Run moved to dismiss its 

claims with prejudice. J. Mot. to Dismiss [Dkt. # 148]. The Court granted dismissal, Order 

[Dkt. # 149], after which Overnight filed the present motion. 

II. APPLICABLE LAW 

A district court may award reasonable attorney’s fees to prevailing patent litigants 

in exceptional cases. 35 U.S.C. § 285. Such an award includes “those sums that the pre-

vailing party incurs in the preparation for and performance of legal services related to the 

suit.” Maxwell v. Angel-Etts of California, Inc., 53 Fed. Appx. 561, 569 (Fed. Cir. 2002) 

(internal quotations omitted). 

To be entitled to an award under § 285, the prevailing party must prove the case is 

“exceptional” by a preponderance of the evidence. Octane Fitness, LLC v. ICON Health 

and Fitness, Inc., 134 S. Ct. 1749, 1758 (2014). “An ‘exceptional’ case is simply one that 

stands out from others with respect to the substantive strength of a party’s litigating position 

(considering both the governing law and the facts of the case) or the unreasonable manner 

in which was litigated.” Id. at 1756. 

“District courts may determine whether a case is ‘exceptional’ in the case-by-case 

exercise of their discretion, considering the totality of the circumstances.” Id. These cir-

cumstances include motivation, objective unreasonableness, and considerations of com-

pensation and deterrence. See id. at n.6. 

“A case presenting either subjective bad faith or exceptionally meritless claims may 
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sufficiently set itself apart from mine-run cases to warrant a fee award.” Octane Fitness, 

134 S. Ct. at 1757. A showing of subjective bad faith only requires “lack of objective foun-

dation for the claim ‘was either known or so obvious that it should have been known’ by 

the party asserting the claim.” Kilopass Tech, Inc. v. Sidense Corp., 738 F.3d 1302, 1310 

(Fed. Cir. 2013) (emphasis in original). Actual knowledge of baselessness is not required. 

Id. 

III. DISCUSSION 

A. Whether Overnight is a “Prevailing Party” for Purposes of § 285 

The Court must first address whether Overnight is a prevailing party under § 285. 

Opal Run contends Overnight is not a prevailing party because the motion to dismiss was 

a joint motion that included consideration by Overnight in the form of a covenant “not to 

seek or help another party seek invalidation of the ’120 Patent unless Overnight is accused 

of infringing the ’120 Patent.” Pl.’s Resp. [Dkt. # 154] at 14–15; Pl.’s Sur-Reply [Dkt. 

# 158] at 6. Overnight counters that a dismissal with prejudice granted under Rule 41(a)(2) 

is sufficient for it to be a prevailing party under § 285. Def.’s Reply [Dkt. # 157] at 1–2. 

The Federal Circuit has framed the relevant question as “whether the dismissal with 

prejudice had a sufficient judicial imprimatur to constitute a ‘judicially sanctioned change 

in the legal relationship of the parties.’” Highway Equip. Co. v. FECO, Ltd., 469 F.3d 1027, 

1035 (Fed. Cir. 2006) (quoting Buckhannon Bd. & Care Home, Inc. v. W. Va. Dept. of 

Health & Human Resources, 532 U.S. 598, 605 (2001)); see also Furniture Mfg., Inc. v. 

Dutailier Int’l, 393 F.3d 1378, 1381 (Fed. Cir. 2005) (“Determination of the prevailing 
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party is based on the relation of the litigation result to the overall objective of the litiga-

tion . . . .”). Here, Opal Run agreed to dismiss its claims with prejudice. In exchange, Over-

night simply agreed to not assist as-of-yet unknown third parties in possible future attempts 

to invalidate the ’120 patent. In the end, Overnight accomplished its primary litigation re-

sult—dismissal of the lawsuit—and Opal Run did not. Thus, Overnight is clearly a prevail-

ing party within the meaning of § 285. 

B. Whether This Case is Exceptional Under § 285 

First, Opal Run’s behavior is consistent with the filing of patent infringement actions 

to force settlements with no intention of testing the merits of the claims. Its lawsuit against 

Overnight was one of 20 lawsuits filed the same day concerning the ’120 Patent. Most of 

the cases promptly settled for between $3000 to $15,000. This behavior is therefore rele-

vant to the Court’s exceptional case determination. See Rothschild Connected Devices In-

novations, LLC v. Guardian Protection Services, Inc., 858 F.3d 1383, 1390 (Fed. Cir. 2017) 

(quoting SFA Sys., LLC v. Newegg Inc., 793 F.3d 1344, 1350 (Fed. Cir. 2015)). 

Second, before a ruling on Overnight’s § 101 motion, Opal Run offered to walk 

away provided that Overnight would forego its right to seek fees. On June 3, 2016, Over-

night countered it would agree to a dismissal, but would not waive its right to seek fees 

under § 285. Opal Run refused that offer, which suggests exposure to an “exceptionality” 

finding was on its mind, even though it repeatedly emphasizes its case was meritorious, 

any § 285 motion would be frivolous, and the damages did not justify the cost of proceed-

ing with the lawsuit. This shows the driving factor in its decision not to dismiss the case 
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was its exposure to attorney’s fees, not the underlying merits of its position. 

Third, a number of indicators suggest that, after Overnight would not waive its right 

to seek fees, Opal Run did not vigorously prosecute the merits of its case. For example, 

Opal Run propounded no written discovery, and waited to the very end of discovery to seek 

depositions. During claim construction, Opal Run made no effort to argue its position at 

the hearing, despite being informed by Overnight that the Court’s proposed constructions 

were case-dispositive. Then Opal Run tried an eleventh-hour change to its infringement 

theory, which bolsters Overnight’s position that Opal Run’s prior claim-construction con-

cessions were case-dispositive. Viewed collectively, these acts suggest Opal Run was try-

ing to outlast Overnight, with the hope Overnight would eventually reconsider its position 

on fees, rather than diligently prosecuting its claim.1 

Simply put, refusing Overnight’s June 2016 offer made no sense if Opal Run be-

lieved it had a meritorious case and that a § 285 motion would have been frivolous. Instead, 

the rational choice would have been to dismiss the action and argue the propriety of fees if 

Overnight filed such a motion. Not only would the purported strength of Opal Run’s posi-

tion make such a choice reasonable, but at that earlier date Overnight’s fees, and thus Opal 

Run’s exposure to a fee award, were much smaller. 

                                                 
1 Of course, there is no requirement that a party propound discovery or ask that claim terms 
be construed. But in the Court’s experience, a patent-infringement lawsuit rarely proceeds 
to trial with such minimal effort by a party on those two fronts. From that standpoint, this 
case would certainly stand out from patent cases in which a party intended to test the merits 
of its position. 
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Instead, Opal Run unreasonably prolonged this case, causing Overnight to incur 

substantially more expense than necessary. In so doing, Opal Run spent far more time, 

energy, and money in its effort to outlast Overnight than it would have by simply respond-

ing to what it considered a “frivolous” motion for fees.  It is regrettable that neither party 

contacted the Court at that time so that the Court could have made clear its view that con-

tinuing to litigate a case that the Plaintiff deems non-viable, just to avoid a §285 motion, is 

unreasonable.   

Opal Run also claims it was forced to dismiss the case because of two “honest mis-

takes” and, but for those mistakes, it would have pressed on. First, Opal Run argues it 

believed Loftsgard’s opinions were consistent with its infringement contentions. Opal 

Run’s Resp. [Dkt. # 154] at 7–8. Second, Opal Run argues that, in response to four conten-

tion interrogatories, Opal Run failed to include a reference to its infringement contentions, 

and thus it had to dismiss the case. Id. at 8–9. Opal Run proclaims that if it had included a 

reference to infringement contentions in its interrogatory responses, it would not have not 

agreed to dismiss the case. Id. at 8. 

The Court is not persuaded. With respect to Loftsgard’s report, the HTML code in 

Opal Run’s infringement contentions is clearly different from the XML code identified in 

Loftsgard’s report. As to Opal Run’s argument concerning contention interrogatories, there 

was likely no need for Opal Run to specifically reference its infringement contentions in 

response to contention interrogatories because they had already been served. At worst, it 

was a procedural issue that would not have prejudiced Overnight, and Opal Run could have 
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sought leave to amend its responses. By comparison, Opal Run’s attempt to submit an ex-

pert report materially changing its infringement contentions was much more of an uphill 

battle, yet Opal Run was not dissuaded from trying. 

Once Opal Run concluded, in May 2016, that the damages in this case no longer 

warranted a lawsuit, and given Opal Run’s confidence it had a meritorious case on liability 

and that any § 285 motion would have been frivolous, it was unreasonable not to dismiss 

the case on Overnight’s June 2016 terms, or at least take some action in an effort to mini-

mize litigation costs to the parties and the Court. Instead, Opal Run took precisely the op-

posite approach and continued the case with a less-than-vigorous effort. Overnight has 

shown this became a case not about the underlying merits of infringement and damages, 

but about avoiding exposure to a fee award. Ironically, it was the manner by which Opal 

Run attempted to avoid such exposure that now justifies an “exceptionality” finding. 

IV. CONCLUSION 

The Court GRANTS the motion and finds this case exceptional under 35 U.S.C. 

§ 285, specifically with respect to the unreasonable manner in which Opal Run litigated 

this case after June 3, 2016. The Court further finds Overnight is entitled to an award of 

reasonable and necessary attorney’s fees it incurred in this case after that date. The Court 

therefore ORDERS counsel to promptly confer and attempt to agree on an appropriate 

amount of attorneys’ fees and expenses incurred by Overnight after that date. If counsel 

and the parties are unable to agree on an appropriate amount, Overnight should file its 

motion to fix fees and non-taxable costs, with supporting affidavits and documentation, 
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within 30 days of the date of this Order. Opal Run must file any opposition within 14 days 

of Overnight’s request, and any reply must be filed within 7 days thereafter.  

RoyPayne
Judge Roy S. Payne


