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• Strive for the impossible: avoid functional claiming.
• Recite the structure in the claim
• Avoid “nonce” words (use “means” but only if you mean it!), especially with . . .
• Danger words  prepositions (“to,” “for”); infinitive verbs (e.g., a module to do a function)
• Use generic terms / terms of art to try to minimize risk of functional interpretation 

• Avoid “single means” claims  112(f) requires a “combination”
• Define “means” in the specification.

• E.g., “wireless communication means are . . .”

• Strategically functionally claim (use means if you mean it)
• Explicit MPF claims + claims intended to clearly not be MPF claims

• Specifications need as much detail as possible (this one should be obvious!)
• If you are claiming hardware that executes software, your disclosure should include a 

flowchart and explanation of at least one algorithm executed by the processor.

PRACTICE TIPS
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•An element in a claim for a combination may be 
expressed as a means or step for performing a 
specified function without the recital of 
structure, material, or acts in support thereof, 
and such claim shall be construed to cover the 
corresponding structure, material, or acts 
described in the specification and equivalents 
thereof.

35 U.S.C. 112(F)
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• “game control means arranged to control images displayed on the display means, 
the game control means being arranged to pay a prize when . . . ”

• Patent owner: no algorithm needed; disclosure of general purpose computer 
programmable for claimed functionality was enough to satisfy 112, ¶ 6.

• Fed. Cir.: this is “pure functional claiming.”
• “Because general purpose computers can be programmed to perform very different tasks in 

very different ways, simply disclosing a computer as the structure designated to perform a 
particular function does not limit the scope of the claim to "the corresponding structure, 
material, or acts" that perform the function, as required by section 112 paragraph 6.”

• There was no algorithm.
• Pat. owner unsuccessfully pointed to an equation and tables describing results, not how to 

achieve claimed functionality.

• You don’t need “a listing of source code or a highly detailed description of the 
algorithm to be used to achieve the claimed functions in order to satisfy 35 U.S.C. §
112 ¶ 6.”

• But you do need an algorithm “that transforms the general purpose microprocessor to 
a ‘special purpose computer programmed to perform the disclosed algorithm.’”

ARISTOCRAT TECHS. AUSTRALIA PTY LTD. V. INT’L. GAME TECH.
(FED. CIR. 2008)
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Claim 8, US 6,155,840:
A system for conducting distributed learning among a 
plurality of computer systems coupled to a network, the 
system comprising:
* * *
a distributed learning control module [1] for receiving 
communications transmitted between the presenter and the 
audience member computer systems and [2] for relaying the 
communications to an intended receiving computer system 
and [3] for coordinating the operation of the streaming data 
module.

WILLIAMSON V. CITRIX ONLINE, LLC
(FED. CIR. 2015)
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• 112, ¶ 6 controlled: “distributed learning control module” was MPF 
limitation.

• “Module” (a “well-known nonce word”) replaced “means.”
• Cf. “mechanism,” “element,” “device”

• The claim recited three functions performed by the “module,” but recited no 
structure, or how the distributed learning control module interacted with 
other elements to connote structure.

• MPF term was indefinite.
• General purpose computer insufficient: was there a special purpose 

computer programmed to perform specific functions?
• Specification described, but did “not set forth an algorithm for performing 

the claimed functions.”

WILLIAMSON: CLAIM IS MPF, AND IS INDEFINITE
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• “[E]xpressly overrule[d]” the requirement of Lighting World, 
Inc. v. Birchwood Lighting, Inc. (Fed. Cir. 2004) requiring a 
“heightened evidentiary showing” and “the characterization of 
[the] presumption as ‘strong’.” (En banc.)

• New rule: claims are presumed not to invoke § 112(f), but 
presumption can be “overcome and § 112[f] will apply if the 
challenger demonstrates that the claim term fails to ‘recite 
sufficiently definite structure’ or else recites ‘function without 
reciting sufficient structure for performing that function’.”

• Rationale: the old rule had inappropriately “shifted the balance 
struck by Congress in passing § 112[f] and has resulted in a 
proliferation of functional claiming untethered to § 112[f] and 
free of the strictures set forth in the statute.”

WILLIAMSON: THE RESULT AND THE REASONS
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• Media Rights Tech., Inc. v. Capital One Fin. Corp. (2015) – found MPF and 
indefiniteness in “activating a compliance mechanism in response to receiving 
media content by a client system, said compliance mechanism coupled to said 
client system, said client system having a media content presentation application 
operable thereon and coupled to said compliance mechanism.”

• 112(6) because “the claims do not use the term ‘compliance mechanism’ as a substitute for 
an electrical circuit, or anything else that might connote a definite structure.”

• Advanced Ground Information Systems, Inc. v. Life360, Inc. (2016) – “symbol 
generator” was subject to MPF rubric and was indefinite.

• E.g., claim 3 of US 7,031,728 : “symbol generator in said CPU that can generate symbols that 
represent each of the participants' cell phones in the communication network on the 
display screen.”

• Expert didn’t help  testified that the term was coined for the patents-in-suit.

• Skky, Inc. v. MindGeek, s.a.r.l. (2017) – “wireless device means” not subject to 
MPF construction  defeated presumption that “means” is subject to § 112(6)?

• One skilled in the art would have understood “wireless device means” to connote structure.

FED. CIR. AFTER WILLIAMSON
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•“Processor” is a generic and well understood 
term.

•“Processors,” in claims as in the real world, are 
usually programmed to implement some 
function.
•This is claiming that Halliburton and the 1952 

Patent Action never contemplated!
•Sometimes a “processor” gets a 112(f) MPF 
construction, and sometimes it doesn’t.

“PROCESSOR:” A CASE STUDY
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• Claim 1 of U.S. 5,954,781:
Apparatus for optimizing operation of a vehicle, comprising:
a plurality of sensors coupled to a vehicle having an engine, said plurality of sensors, which 
collectively monitor operation of said vehicle, including a road speed sensor, an engine speed 
sensor, a manifold pressure sensor and a throttle position sensor;
a processor subsystem, coupled to each one of said plurality of sensors, to receive data 
therefrom;
* * *
said processor subsystem determining, based upon data received from said plurality of 
sensors, when to activate said fuel overinjection circuit and when to activate said upshift 
notification circuit.

• “Processor subsystem” is MPF “determining” requires some comparison that 
would require additional programming not found in a typical processor.

• Multiple similar examples of the processor doing things were considered.
• The good news for the plaintiff: no question of indefiniteness; constructions for various 

recited functions / programming of the processor pulled from the specification.

VELOCITY PATENT, LLC V. MERCEDES-BENZ USA, LLC
(CASE NOS. 13-CV-8413, 13-CV-8419, 13-CV-8418; N.D. ILL. SEPT 21, 2017)
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• Claim 82 recites “[a]n information dispatch system in an electronic 
communication network” comprising “an authenticator functioning as a non-
interested third party” that includes:

a processor for associating the content data with dispatch record data which includes at least 
said time related indicia and an indicia relating to the destination of the dispatch, to generate 
authentication data which authenticate the dispatch and the contents of the dispatch; 

• MPF invoked: “processor,” although connoting some structure, was generic 
hardware and therefore would not be understood “as having sufficient structure 
for performing the recited functions of ‘associating the content data with 
dispatch record data . . . to generate the authentication data.’”

• Valid claim  a mathematical algorithm provided enough instruction to give the 
skilled artisan step-by-step instructions.

GODADDY.COM, LLC V. RPOST COMM. LTD.
(NO. CV-14-00126-PHX-JAT; D. ARIZ. 2016)
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• From claim 1 of US 8,141,154:
a content processor (i) for processing content received over a network, the content including a 
call to a first function, and the call including an input, and (ii) for invoking a second function 
with the input, only if a security computer indicates that such invocation is safe;

• Odd reasoning: because the claim recited interaction with other stuctures, and 
the specification disclosed “where the component is located” in an overall 
architecture, the claim was structural and not MPF.

• “The specification identifies where the component is located—"Gateway computer 205 
includes a content modifier 265, client computer 210 includes a content processor 270, and 
security computer 215 includes an inspector." Id. at 9:8-10; see also id. at 15:33-36 ("Client 
computer 410 includes a content processor 470, such as a web browser, which processes 
content received from the network.").”

• “Because the intrinsic evidence describes the term's location and its interactions with 
other components, the means-plus-function limitation does not apply. Thus, the term 
does not require any construction beyond its plain and ordinary meaning.”

FINJAN, INC. V. PROOFPOINT, INC.
(CASE NO. 13-CV-05808-HSG; N.D. CAL. DEC. 3, 2015)
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• From claim 9 of US 7,509,154:
“a processor configured to perform a method comprising ... selecting one of 
the plurality of possible oxygen saturation values as an oxygen saturation 
measurement based upon an analysis to determine which of the plurality of 
possible oxygen saturation values corresponds to the oxygen saturation of the 
pulsing blood.”

• No use of word “means,” so presumption must be overcome.
• “[U]nlike in Williamson, where ‘processor’ was merely a ‘generic 

description for software or hardware that performs a specified 
function,’ 792 F.3d at 1350, the current claim provides an input-
output structure for the processor and explains how the processor 
interacts with the other components of the claim. In this context, 
‘processor’ establishes sufficient structure to avoid the need for 
construction under § 112(f).”

MASIMO CORP. V. PHILIPS ELECS. N. AM. CORP.
(NOS. NO. 09-80-LPS; C.A. NO. 11-742-LPS; D. DEL. DEC. 1, 2015)
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• Claim 27 recited “a processor . . . configured . . . to” perform various control 
functions, including “receiving a message of an event,” controlling metadata 
creation, controlling data collection, and controlling adding created metadata to 
a data set.

• Under Lighting World, presumption overcome if “processor” as recited 
“connotes structure, or is instead a verbal construct devoid of structure that is 
used as a substitute for the term “means for.” 

• MPF construction: a generic processor would not perform the recited functions, 
and the recited processor was at most connected to a memory which would not 
have performed the functions.

• Indefiniteness: specification provided only a flowchart that presented the 
“process at a high level without reference to the control functions to be 
performed by the processor.”

• Cited Aristocrat Techs.

EX PARTE LAKKALA
(APPEAL 2011-001526; PTAB MARCH 13, 2013)
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• PTAB agreed with Examiner that “processor” was subject to MPF 
construction – and indefinite.

• Claims recited “[a]n apparatus for managing data . . . comprising: [1] 
a processor; and [2] a memory to store computer program 
instructions . . . when executed on the processor cause the processor 
to perform operations comprising [several functions recited].”

• MPF construction: cited Lakkala as authority for “processor” being a 
non-structural generic term.

• Indefiniteness: Under Aristocrat, the Appellants needed to show an 
algorithm for the claimed functions.

• “[S]imply reciting the claimed function in the Specification, while saying 
nothing about how the computer or processor ensures that those functions 
are performed, is not a sufficient disclosure for an algorithm which, by 
definition, must contain a sequence of steps.”

EX PARTE BENNO
(APPEAL 2016-002606; PTAB DEC. 27, 2016)
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• Claim recited a system comprising “a processor configured 
to initiate executable operations comprising [steps A, B, and 
C].”

• PTAB sustained Examiner’s 112(a) enablement rejection 
this was “‘a single means’ claim that fails to comply with the 
enablement requirement under 35 U.S.C. § 112(a).”

• “Processor may not be a nonce word,” but claim didn’t 
recite sufficient structure.

• See In re Hyatt, 708 F. 2d 712 (Fed. Cir. 1983).

EX PARTE BURRIS
(APPEAL 2016-001122; PTAB FEB. 9, 2017)
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• Claim recited “a processing unit configured to 
analyze the captured image so as to detect the 
presence of at least one identifiable object in the 
image.”

• MPF construction: nothing in specification taught 
more than a generic structure, and the claim recited 
no structure.

• Indefiniteness: there was no algorithm as required by 
Aristocrat, nor was such inherent in the generic 
recited  structure.

EX PARTE ABRAHAMSSON
(APPEAL 2016-001206; PTAB FEB 7, 2017)
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• Strive for the impossible: avoid functional claiming.
• Recite the structure in the claim
• Avoid “nonce” words (use “means” but only if you mean it!), especially with . . .
• Danger words  prepositions (“to,” “for”); infinitive verbs (e.g., a module to do a function)
• Use generic terms / terms of art to try to minimize risk of functional interpretation 

• Avoid “single means” claims  112(f) requires a “combination”
• Define “means” in the specification.

• E.g., “wireless communication means are . . .”

• Strategically functionally claim (use means if you mean it)
• Explicit MPF claims + claims intended to clearly not be MPF claims

• Specifications need as much detail as possible (this one should be obvious!)
• If you are claiming hardware that executes software, your disclosure should include a 

flowchart and explanation of at least one algorithm executed by the processor.

PRACTICE TIPS
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THANK YOU!
Visit the Bejin Bieneman website at: www.b2iplaw.com

And the Bejin Bieneman blogs at:

www.b2ipreport.com | www.swipreport.com | www.claimsinterpreted.com 
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