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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

Ex parte JIN-WOO HWANG, 
YOUNG-JU KIM, and 

KYU-HONG CHEONG

Appeal 2015-006629 
Application 12/075,1701 
Technology Center 3600

Before HUBERT C. LORIN, JAMES A. WORTH, and 
ROBERT J. SILVERMAN, Administrative Patent Judges.

LORIN, Administrative Patent Judge.

DECISION ON APPEAL 

STATEMENT OF THE CASE

Jin-Woo Hwang, et al. (Appellants) seek our review under 35 U.S.C. 

§ 134 of the final rejection of claims 1—3, 5—19, and 21—31. We have 

jurisdiction under 35 U.S.C. § 6(b) (2002).

SUMMARY OF DECISION

We REVERSE.

1 The Appellants identify Korea Smart Card Co., Ltd. as the real party in 
interest. App. Br. 2.
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THE INVENTION

Claim 1, reproduced below, is illustrative of the subject matter on 

appeal.

1. A method comprising:

providing or using a user terminal including a software 
operating system;

providing or using an electronic payment unit included 
within the user terminal, wherein the electronic payment unit is 
used to pay a fare using a previous-payment method or a post 
payment method, is inactive, and is operable to be activated by 
a software virtual machine;

activating the electronic payment unit using an activating 
server, including:

requesting at the user terminal an activation of the 
electronic payment unit by transmitting from the user terminal 
an activation request message to the activating server, the 
activation request message including a first identification 
information of the electronic payment unit and a personal user 
information of the user terminal;

authenticating at the activating server the first 
identification information;

detecting at the activating server a class of a user for the 
electronic payment by using the personal user information;

providing at the activating server a first parameter value 
corresponding to the detected class of the user;

generating and transmitting from the activating server to 
the user terminal an activation approval message including the 
first parameter value; and

establishing at the user terminal the first parameter value, 
activating the electronic payment unit based on the activation 
approval message, and
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paying a fare according to the first parameter value by 
the electronic payment unit.

THE REJECTIONS

The Examiner relies upon the following as evidence of 

unpatentability:

Rothschild
Boye

US 2005/0054438 A1 
US 2007/0061590 A1 
US 2008/0214261 A1 
US 7,702,578 B2

Mar. 10, 2005 
Mar. 15,2007 
Sept. 4, 2008 
Apr. 20, 2010 
Mar. 29, 2011

Alderucci
Fung
Fingerhut US 7,917,144 B2

The following rejections are before us for review:

1. Claims 1—3, 5—19, and 21—31 are rejected under 35 U.S.C. § 101 as 

being directed to non-statutory subject matter.

2. Claims 1, 7, 14, 19, 30, and 31 are rejected under 35 U.S.C. § 103(a) 

as being unpatentable over Fingerhut, and further in view of Boye.

3. Claims 2, 3, 15—17, 21—23, and 25 are rejected under 35 U.S.C.

§ 103(a) as being unpatentable over Fingerhut, Boye, and Alderucci.

4. Claims 5, 6, 8—13, 18, and 24 are rejected under 35 U.S.C. § 103(a) as 

being unpatentable over Fingerhut, Boye, Alderucci, and Rothschild.

5. Claims 26—29 are rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Fingerhut, Boye, Alderucci, and Fung.

Did the Examiner err in rejecting claims 1—3, 5—19, and 21—31 under 

35 U.S.C. § 101 as being directed to non-statutory subject matter?

ISSUES
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Did the Examiner err in rejecting claims 1, 7, 14, 19, 30, and 31 under 

35 U.S.C. § 103(a) as being unpatentable over Fingerhut?

Did the Examiner err in rejecting claims 2, 3, 15—17, 21—23, and 25 

under 35 U.S.C. § 103(a) as being unpatentable over Fingerhut, Boye, and 

Alderucci?

Did the Examiner err in rejecting claims 5, 6, 8—13, 18, and 24 under 

35 U.S.C. § 103(a) as being unpatentable over Fingerhut, Boye, Alderucci, 

and Rothschild?

Did the Examiner err in rejecting claims 26—29 under 35 U.S.C.

§ 103(a) as being unpatentable over Fingerhut, Boye, Alderucci, and Fung?

ANAFYSIS

The rejection of claims 1—3, 5—19, and 21—31 under 35 U.S.C. § 101 as 
being directed to non-statutory subject matter.

Alice Corp. Party Ltd. v. CLS Bank International, 134 S. Ct. 2347 

(2014) identifies a two-step framework for determining whether claimed 

subject matter is judicially-excepted from patent eligibility under § 101.

According to Alice step one, “[w]e must first determine whether the 

claims at issue are directed to a patent-ineligible concept,” such as an 

abstract idea. Alice, 134 S. Ct. at 2355.

The Examiner finds that “the claims are directed to allowing 

consumers to activate an electronic payment unit which is considered to be 

an abstract idea.” Ans. 3. Not much more is said. The Appellants criticize, 

with some merit, the paucity of analysis explaining how and why the 

Examiner reached said finding. Reply Br. 2-4.
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Nevertheless, step one of the Alice test involves inquiring what the

claims are directed to. The “the ‘directed to’ inquiry” asks whether,

“considered in light of the [patent’s] specification,” the “character” of the

claims at issue is directed “as a whole ... to [patent-ineligible] subject

matter.” Enfish, LLCv. Microsoft Corp., 822 F.3d 1327, 1335 (Fed. Cir.

2016). And in that regard, other than to point to “the significant detail

recited in claim 1 ” (Reply Br. 4), the Appellants do not appear to challenge

the finding that the claims are directed to “allowing consumers to activate an

electronic payment unit” (Ans. 3).

Under Alice step one, there is of course the further question of

whether the concept of “allowing consumers to activate an electronic

payment unit” is an abstract idea. The Appellants are correct that it would

have been helpful had the Examiner “identified a case in which abstractness

is found that relates to the instant claims” (Reply Br. 3). After all,

a search for a single test or definition in the decided cases 
concerning § 101 from this court, and indeed from the Supreme 
Court, reveals that at present there is no such single, succinct, 
usable definition or test [for, what an “abstract idea” 
encompasses]. Instead of a definition, then, the decisional 
mechanism courts now apply is to examine earlier cases in which 
a similar or parallel descriptive nature can be seen—what prior 
cases were about, and which way they were decided.

Amdocs (Israel) Limited v. Openet Telecom, Ltd., 841 F.3d 1288, 1294 (Fed.

Cir. 2016). If the concept of “allowing consumers to activate an electronic

payment unit” were simply a matter of transmitting information, then case

law would support the Examiner’s view that said concept is an abstract idea.

See, e.g., Cyberfone Sys., LLC v. CNN Interactive Grp., 558 F. App’x 988
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(Fed. Cir. 2014); Morales v. Square, Inc., 75 F. Supp. 3d 716 (W.D. Tex. 

2014), aff’d, 621 F. App’x 660 (Mem.) (Fed. Cir. 2015).

But the real question is—even if we assume it to be an abstract idea— 

do the claims add significantly more than to be on “allowing consumers to 

activate an electronic payment unit” itself? We find they do.

Step two is “a search for an ‘inventive concept’—i.e., an element or 

combination of elements that is ‘sufficient to ensure that the patent in 

practice amounts to significantly more than a patent upon the [ineligible 

concept] itself.’” Alice, 134 S. Ct. at 2355 (alteration in original) (quoting 

Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1294 

(2012)).
The Appellants assert, generally only, that “the claims recite 

‘significantly more’ than ‘allowing consumers to activate an electronic 

payment unit’” (Reply Br. 4). The Specification weighs in favor of reading 

the claims that way; that is, as whole, the claims cover ordered combinations 

sufficient to transform said abstract idea into patent-eligible applications.

The following passages from the Specification are instructive:

Recently, an electronic payment means has been provided 
in a mobile terminal to pay the cost of using various forms of 
transportation, including a bus or subway, to pay the cost of 
purchased products, or to pay official fees.

(Spec., 1:20-22)

However, since the mobile terminal including the 
electronic payment means is provided to a user while the 
electronic payment means is activated, an additional payment 
may occur in an undesired situation. For example, when a 
passenger using a transportation payment card or a credit card 
having a transportation fare payment function cannot be away 
from a transportation fare charging device after paying a
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transportation fare, an additional fare may be charged to the 
passenger by a mobile terminal of the passenger when the mobile 
terminal accidentally touches the transportation fare charging 
device.

(Id. at 2:14—21)

The present invention has been made in an effort to 
provide an electronic payment means activating method for 
quickly activating an inactive electronic payment means in a 
mobile terminal according to a user's request, and an activating 
server thereof.

(Id. at 3:16-19)

According to these passages, changing the operating mode of the 

payment means solves the problem of inefficient payment activation. In 

light of the Specification, the claims provide enhancing limitations that 

entail unconventional technological solutions (e.g., “providing at the 

activating server a first parameter value corresponding to the detected class 

of the user” (claim 1)) to a technological problem (electronic payment means 

activation). While the pieces may be conventional, “an inventive concept 

can be found in the non-conventional and non-generic arrangement of 

known, conventional pieces.” Bascom Global Internet Services, Inc. v. 

AT&T Mobility LLC, 827 F.3d 1341, 1349-50 (Fed. Cir. 2016). In this case, 

given the discussion in the Specification and that the Examiner has not put 

forward an opposing detailed reasoning or evidence (other than to say that 

the invention employs generic computer functionalities (Ans. 5)), we find 

the record weighs in favor of finding “the focus of the claims is on [a] 

specific asserted improvement in computer capabilities . . . [rather than] on a 

process that qualifies as an ‘abstract idea’ for which computers are invoked 

merely as a tool.” Enfish, LLC v. Microsoft Corp., 822 F.3d 1327, 1335—36
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(Fed. Cir. 2016). For that reason, we find the additional elements in the 

claims transform the nature of the claim into a patent-eligible application. 

Accordingly, the rejection is not sustained.

The rejection of claims 1, 7, 14, 19, 30 and 31 under 35 U.S.C. § 103(a) as 
being unpatentable over Fingerhut.

The independent claims are claims 1,7, 14, and 19. All require an 

activation approval information and a first parameter value corresponding to 

a class information. The Examiner found this disclosed in Fingerhut at 

column 17, lines 8-40. Non-Final Act. 4. Said passage is reproduced 

below.

As indicated by arrow 82, the Activation Request is 
transmitted from the wireless device 30 through the network 18 
to an activation gateway 14. In response to receipt of the 
Activation Request, the activation gateway reconciles the 
appropriate information into an Authorization Request. As 
indicated by arrow 84, the activation gateway 14 transmits the 
Authorization Request to the message server 22. The message 
server 22 reformats the appropriate information into a 
Transaction Request.

As indicated by arrow 86, the message 22 sends the 
Transaction Request to a transaction exchange 80 (which may be 
a transaction exchange server or other appropriate element for 
conducting the transaction). The transaction exchange 80 may 
be accessed through the wireless network as indicated or 
otherwise. The transaction exchange 80 processes the 
transaction, which may be approved or denied. In some cases, 
additional information may be sought from the subscriber or 
information may simply be provided to the subscriber. After 
processing the transaction, the transaction exchange 80 creates a 
Transaction Response, which may include a specific response 
code to indicate the result of the transaction processing. In 
addition, the Transaction Response may include information
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related to the transaction exchange such as warranty, delivery, or 
other information or questions for the subscriber.

As indicated by arrow 88, the transaction exchange 80 
transmits the Transaction Response to the message server 22, 
which reformats the appropriate information into an 
Authorization Denial that contains a “permanent denial”.

As indicated by arrow 90, the message server 22 transmits 
the Authorization Denial to the activation gateway 14, which 
reformats the appropriate information into an Activation 
Response.

We have reviewed said passage, but do not see there any disclosure of 

a first parameter value corresponding to a class information as claimed.

There is mention of a “specific response code,” which appears to be what the 

Examiner is relying on as evidence that Fingerhut discloses the claimed first 

parameter. Ans. 28. However, its function is to “indicate the result of the 

transaction processing” (Fingerhut, col. 17,11. 29-30). By contrast, in the 

case of claim 1, for example, the “first parameter value” is one that 

corresponds to a detected “class of a user for the electronic payment by 

using [a] personal user information [of a user terminal].” We do not see, and 

the Examiner does not adequately show, how one of ordinary skill in the art 

given Fingerhut’s “specific response code” would have been led to a “first 

parameter value” as claimed.

For the foregoing reasons, a prima facie case of obviousness for the 

subject matter of independent claims 1, 7, 14, and 19 has not been made out 

in the first instance by a preponderance of the evidence. We reach the same 

conclusion as to the rejection of claims 30 and 31 that depend from claim 1.
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The rejection of claims 2, 3, 15—17, 21—23, and 25 under 35 U.S.C. § 103(a) 
as being unpatentable over Fingerhut, Boye, and Alderucci.

The rejection of claims 5, 6, 8—13, 18, and 24 under 35 U.S.C. § 103(a) as 
being unpatentable over Fingerhut, Boye, Alderucci, and Rothschild.

The rejection of claims 26—29 under 35 U.S.C. § 103(a) as being 
unpatentable over Fingerhut, Boye, Alderucci, and Fung.

These rejections of claims depending from claims whose rejection has

not been sustained are not sustained for the same reasons.

CONCLUSIONS

The rejection of claims 1—3, 5—19, and 21—31 under 35 U.S.C. § 101 

as being directed to non-statutory subject matter is reversed.

The rejection of claims 1, 7, 14, 19, 30, and 31 under 35 U.S.C.

§ 103(a) as being unpatentable over Fingerhut is reversed.

The rejection of claims 2, 3, 15—17, 21—23, and 25 under 35 U.S.C.

§ 103(a) as being unpatentable over Fingerhut, Boye, and Alderucci is 

reversed.

The rejection of claims 5, 6, 8—13, 18, and 24 under 35 U.S.C.

§ 103(a) as being unpatentable over Fingerhut, Boye, Alderucci, and 

Rothschild is reversed.

The rejection of claims 26—29 under 35 U.S.C. § 103(a) as being 

unpatentable over Fingerhut, Boye, Alderucci, and Fung is reversed.
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DECISION

The decision of the Examiner to reject claims 1—3, 5—19, and 21—31 is 

reversed.

REVERSED
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