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 INTRODUCTION 

Patent practitioners know all too well the policy of the United States Patent and 
Trademark Office (USPTO) concerning claim interpretation: 

Patented claims are not given the broadest reasonable interpretation 
during court proceedings involving infringement and validity, and can be 
interpreted based on a fully developed prosecution record. In contrast, an 
examiner must construe claim terms in the broadest reasonable manner 
during prosecution as is reasonably allowed in an effort to establish a 
clear record of what applicant intends to claim. Thus, the Office does not 
interpret claims in the same manner as the courts.1 

As practitioners also well know, the United States Supreme Court recently reaffirmed use of a 
“broadest reasonable interpretation,” or “BRI,” of patent claims at the USPTO.2 Illustrating the 
vitality and impact of the BRI rule, the Federal Circuit Court of Appeals even more recently held 
that a very broad claim interpretation was reasonable, affirming claim interpretations made by 
the Patent Trial and Appeal Board (PTAB) in an Inter Partes Review proceeding.3 

Yet BRI, though expansive, is not unlimited.  When an examiner strains, or exceeds, 
reasonableness during patent prosecution, the patent prosecutor must be equipped to point out the 
limits of BRI.  With that need in mind, this paper, to borrow a familiar phrase, attempts to outline 
BRI’s metes and bounds to provide guidance for those preparing and prosecuting patent 
applications at the USPTO.   

 ORIGINS OF BROADEST REASONABLE INTERPRETATION 

The broadest reasonable interpretation of patent claims finds its roots in patent cases 
dating back to the latter half of the nineteenth century. For example, in 1881 the court in 
American Bell Telephone Co. v. Spencer4 relied on a broadest claim interpretation, albeit without 
the qualification that the interpretation be “reasonable.”  The court, considering one of Alexander 
Graham Bell’s seminal patents covering telephony, reasoned that “Bell discovered a new art, — 
that of transmitting speech by electricity, — and has a right to hold the broadest claim for it 
which can be permitted in any case.”5  Claim 5 of Bell’s original telephone patent recited a 
method and apparatus for accomplishing the transfer of speech to “electrical undulations,” i.e., 
continuous electrical signals; the court explained that this claim was “comprehensive in its 

                                                 

1 Manual of Patent Examining Procedure § 2111 (9th Ed. March 2014, rev. Nov. 2015) (emphasis added) (citing In re 
Morris, 127 F.3d 1048, 1054, 44 USPQ2d 1023, 1028 (Fed. Cir. 1997); In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 1320, 
1321-22 (Fed. Cir. 1989)). 

2 Cuozzo Speed Technologies, LLC v. Lee, 136 S. Ct. 2131 (2016). 
3 Veritas Techs. LLC v. Veeam Software Corp., No. 2015-1894 (Fed. Cir. Aug. 30, 2016). 
4 American Bell Telephone Co. v. Spencer, 8 F. 509 (D. Mass. 1881). 
5 Id. at 511 (emphasis added). 
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scope.”6  Notably, this early dicta came as the court was construing claims against an accused 
infringer. 

In fact, on more than one occasion where Bell’s patent was construed in litigation, the 
courts held that his patent claim “should receive the broadest interpretation to secure to the 
inventor, not the abstract right of sending sounds by telegraph without regard to means, but all 
means and processes described which are essential to the application of the principle.”7  

Even before introducing the stricture that a broadest interpretation be “reasonable,” courts 
put limits on the broadest interpretation that could be given to patent claims.  For example, in a 
1907 appeal from an interference proceeding, the court explained:  

[T]his claim should be given the broadest interpretation which it will 
support, and we should not strive to import limitations from the 
specification to meet the exigencies of the particular situation in which 
the claim may stand at a given time. Although Miel is a patentee, if the 
terms of his claim do not, in their ordinary and natural meaning, define 
his invention according to his intent, he may apply for a reissue.8 

Continuing the trend, the Second Circuit Court of Appeals, in a 1916 appeal from a 
finding that a patent was valid and not infringed, explained that the patentee is entitled to the 
broadest interpretation, but “cannot enlarge what the Patent Office granted, and what he accepted 
in obtaining favorable action.”9 

 BRI EVOLVES 

A. Distinguishing Between Claim Interpretation in Patent Prosecution 
Versus Litigation  

Early in the last century, courts began to recognize that different concerns apply before 
and after patent issuance.  In re Carr10 was a 1924 appeal from Patent Office rejections of claims 
in a patent application.  The Court of Appeals for the District of Columbia Circuit noted in Carr 
that, before a patent issues, applicants can control claim language setting forth the scope of the 
invention.11  The Patent Office’s claim interpretations, the court explained, have the goals of 
protecting a claimed invention and at the same time preventing needless litigation after a patent 

                                                 

6 Id. at 510. 
7 American Bell Telephone Co. v. People's Telephone Co., 22 F. 309, 310 (S.D.N.Y. 1884) (emphasis added); accord 

Spencer, supra note 4, 8 F. at 511; American Bell Telephone Co. v. Dolbear, 15 F. 448, 453 (D. Mass. 1883). 
8 Miel v. Young, 29 App.D.C. 481, 484 (D.C. Cir. 1907).  
6 Thacher v. Transit Const. Co., 234 F. 640, 645 (2nd Cir. 1916). 
10 297 F. 542, 543 (D.C. Cir. 1924). 
11 Id. at 543. 
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issues.12  Considering the Patent Office’s purpose during examination of the patent application, 
i.e., before patent claims are issued, the Carr court applied the broadest reasonable interpretation 
to the claims before it.13  

On the other hand, once a patent has issued, the patentee is bound by the language of the 
issued claims.  For example, in Colgate-Palmolive-Peet Co. v. Lever Bros. Co.,14 the court 
explained that 

we are not permitted to rewrite a claim even though [the patentee’s] 
discovery would have justified a broader one. Nor can we do indirectly, 
that is by construction, what we can not do directly.15 

Moreover, rather than being construed as broadly as possible, issued claims are construed to 
preserve patent validity.16  This, too, is an old rule; for example, in the 1906 case of Andrews v. 
Nilson, the court stated that the “scope of a claim should not be restricted beyond the fair and 
ordinary meaning of the words, save for the purpose of saving it.”17  

As the United States Court of Customs and Patent Appeals explained in 1969, the 
meaning given to a claim term must be consistent with the use of the claim term in the patent 
specification.18 In keeping with the goal of preventing needless litigation, “claims yet unpatented 
are to be given the broadest reasonable interpretation consistent with the specification.”19 This 
rule reduces the possibility of issued claims being interpreted to give broader coverage than is 
justified.20 In contrast, if issued claims are construed “as covering only patentable subject 
matter,” then “courts are able, in appropriate cases, to hold claims valid in order to protect the 
inventive concept or the inventor's contribution to the art.”21 

Cases in the decades leading up to the Cuozzo22 and Proxyconn23 decisions clearly fixed 
the distinction between claim interpretation for patentability determinations at the USPTO and 

                                                 

12 Id. at 544. 
13 Id. 
14 90 F.2d 178 (7th Cir. 1937). 
15 Id. at 197. 
16 See ACS Hosp. Sys., Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577 (Fed. Cir. 1984) (claims “should be so 

construed, if possible, as to sustain their validity.”); accord Carman Industries, Inc. v. Wahl, 724 F.2d 932 n.5 (Fed. Cir. 1983). 
See also Turrill v. Michigan S. & N. Ind. R. R. Co., 68 U.S. 491 (1863) (patents are to be interpreted as to “uphold and not to 
destroy the right of the inventor.”). 

17 Andrews v. Nilson, 27 App. D.C. 451, 454 (D.C. Cir. 1906). 
18 In re Prater, 415 F.2d 1393 (CCPA 1969). 
19 Id. at 1396 (emphasis added). 
20 Id. 
21 Id. at 1395 n.30. 
22 See supra note 2. 
23 See infra note 49. 
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claim construction during litigation.  For example, the Federal Circuit in Atlantic Thermoplastics 
Co., Inc. v. Faytex Corp.,24 highlighted the difference between claim construction during 
administrative patentability determinations than for judicial infringement determinations.25 The 
court explained that it 

permits the PTO to give claims their broadest reasonable meaning when 
determining patentability. During litigation determining validity or 
infringement, however, this approach is inapplicable. Rather the courts 
must consult the specification, prosecution history, prior art, and other 
claims to determine the proper construction of the claim language.26 

B. Application of Litigation Claim Construction Methodology in 
Applying BRI to Patent Claims During Ex Parte Prosecution 

Courts have long recognized that, even during prosecution at the Patent Office, the 
broadest reasonable interpretation of patent claims is not unlimited, and does not mean the 
broadest possible interpretation.27 Indeed, courts have applied the same fundamental limiting 
principles of claim construction both when applying BRI to unissued claims and when 
construing issued claims in litigation. 

For example, as the old United States Court of Customs and Patent Appeals explained in 
1969, the meaning given to a claim term must be consistent with the use of the claim term in the 
patent specification.28 In keeping with the goal of preventing needless litigation, “claims yet 
unpatented are to be given the broadest reasonable interpretation consistent with the 
specification.”29 This rule reduces the possibility of issued claims being interpreted to give 
broader coverage than is justified.30 In contrast, if issued claims are construed “as covering only 
patentable subject matter,” then “courts are able, in appropriate cases, to hold claims valid in 
order to protect the inventive concept or the inventor's contribution to the art.”31 

The Federal Circuit has maintained the well-established historical boundaries on claim 
interpretation, explaining early in its existence that “claim language should be read in light of the 

                                                 

24 970 F.2d 834 (Fed. Cir. 1992). 
25 Id. at 846, 847. 
26 Id. at 846 (citations omitted). 
27 See Coffman v. Ljungkull, 205 U.S.P.Q. 56, 62 (W.D. Okla. 1979) (“courts have repeatedly admonished 

that the rule as to broadest possible interpretation of the count should not be taken lightly, and that ambiguity is not 
to be found to be present merely because the count is capable of being read on several embodiments or structures.”). 
See also Ex Parte Ito, APL 2002-1056, 2003 WL 25282261, at *3 (Apr. 15, 2003) (“while the Examiner is correct 
that claims are to be given their broadest possible interpretation, any such interpretation must be consistent with the 
specification.”) 

28 In re Prater, 415 F.2d 1393 (CCPA 1969). 
29 Id. at 1396 (emphasis added). 
30 Id. 
31 Id. at 1395 n.30. 
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specification as it would be interpreted by one of ordinary skill in the art.”32  The court further 
clarified the boundaries of the BRI approach in 1997 in the case of In re Morris.33 Upholding the 
Board of Patent Appeals and Interferences’ affirmance of an examiner’s rejections, the Morris 
court described an examiner’s claim interpretation obligations: 

[T]he PTO applies to the verbiage of the proposed claims the broadest 
reasonable meaning of the words in their ordinary usage as they would 
be understood by one of ordinary skill in the art, taking into account 
whatever enlightenment by way of definitions or otherwise that may be 
afforded by the written description contained in the applicant's 
specification.34 

In other words, the task of the adjudicator is to develop a set of possible ordinary meanings from 
the language of the proposed claims. The adjudicator then takes the broadest reasonable meaning 
from this set of meanings as understood by one of ordinary skill in the art, and looks to the 
specification for clarification of claim terms.35 

In Morris, the patent examiner interpreted the words “integrally formed” in the phrase 
“integrally formed as a portion of the support member” to encompass devices that may be 
formed separately and subsequently fixed together.36  However, the applicants intended 
“integrally formed” to mean exclusively “formed simultaneously as a single unit.”37  The 
examiner’s interpretation, the court agreed, was the broadest reasonable meaning of the words in 
their ordinary usage.  Unfortunately for the applicants, the claim was, under this broadest 
reasonable interpretation, anticipated by prior art.38 The disputed claim term was not defined in 
the specification, drawings, or the prosecution history.  The applicants had “failed to make their 
intended meaning explicitly clear.”39 Moreover, extrinsic evidence in the form of a dictionary 
definition did not support the applicants’ proposed claim interpretation.40  

                                                 

32 In re Sneed, 710 F.2d 1544, 1548 (Fed. Cir. 1983). See also In re Moore, 439 F.2d 1232 (CCPA 1971) (“the 
definiteness of the [claim] language employed must be analyzed— not in a vacuum, but always in light of the teachings of the 
prior art and of the particular application disclosure as it would be interpreted by one possessing the ordinary level of skill in the 
pertinent art.”); 35 USC § 112. 

33 In re Morris, 127 F.3d 1048 (Fed. Cir. 1997). 
34 Id. at 1054 (emphasis added). 
35 In re Sneed 710 F.2d at 1548. 
36 In re Morris, 127 F.3d at 1055. 
37 Id at 1056.   
38 Id. at 1055. 
39 Id. at 1056. 
40 Id. 
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 CURRENT LAW GOVERNING CLAIM INTERPRETATION IN EX PARTE 
PROSECUTION 

In Cuozzo Speed Technologies, LLC v. Lee,41 the U.S. Supreme Court unanimously held 
that the USPTO appropriately uses BRI to construe claims in Inter Partes Review proceedings.  
The Supreme Court agreed with the Federal Circuit, which had held that the Patent Office has 
the “legal authority to issue its broadest reasonable construction regulation.”42  Whether BRI 
would continue to hold sway in ex parte prosecution was not at issue in Cuozzo.  Nonetheless, 
the result, not to mention the Court’s unanimity, in Cuozzo can only strengthen the use of BRI in 
the context of ex parte prosecution. After all, IPRs are contested matters, often between parties 
litigating against each other in federal court, involving disputes about the claims of issued 
patents.  If BRI is applied in that quasi-litigation context, then the historical rationale of applying 
BRI in ex parte prosecution must be stronger than ever.  

Nonetheless, as noted in the preceding section, BRI is constrained by federal court 
methodology for construing patent claims in litigation.  As a quick review, in Phillips v. AWH 
Corp,43 the Federal Circuit stated that that “the court starts the decision-making process [of claim 
construction] by reviewing the same resources as would that person [of ordinary skill in the 
art], viz., the patent specification and the prosecution history.”44 The oft-quoted rule of Phillips is 
that “words of a claim ‘are generally given their ordinary and customary meaning . . . [and] that 
the ordinary and customary meaning of a claim term is the meaning that the term would have to a 
person of ordinary skill in the art.’”45 Claim terms should be read in light of the specification; the 
court explained that “[u]sually, it is dispositive; it is the single best guide to the meaning of a 
disputed term.”46 The patent specification can “reveal a special definition given to a claim term 
by the patentee that differs from the meaning it would otherwise possess” or “may reveal an 
intentional disclaimer, or disavowal, of claim scope.”47 The Phillips court further explained that 
“[e]xtrinsic evidence may be useful to the court, but it is unlikely to result in a reliable 
interpretation of patent claim scope unless considered in the context of the intrinsic evidence.48 

Federal Circuit cases since Phillips confirm that the process of construing claims when 
BRI is to be applied does not fundamentally differ from claim construction under Phillips.  Most 
recently, the Federal Circuit in Microsoft v. Proxyconn49 explained that the USPTO must follow 

                                                 

41 Supra n.2. 
42 Id. at 2142. See also 37 C.F.R. §42.100(b) (In an inter partes review, “[a] claim in an unexpired patent shall be 

given its broadest reasonable construction in light of the specification of the patent in which it appears.”). 
43 Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005). 
44 Id. at 1313 (quoting Multiform Desiccants, Inc. v. Medzam, Ltd., 133 F.3d 1473, 1477 (Fed. Cir. 1998)). 
45  Id. at 1312-13 (internal citation omitted). 
46 Id. at 1315 (quoting Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996)). 
47 Id. at 1316. 
48 Id. at 1319.  
49 Microsoft Corp. v. Proxyconn, Inc., 789 F.3d 1292 (Fed. Cir. 2015). 
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a procedure that does not seem materially different than the claim construction procedure 
mandated by Phillips: look to the intrinsic evidence, i.e., the specification and the prosecution 
history, to construe a disputed claim term.50 Proxyconn was an appeal from a PTAB decision in 
an IPR in which the Federal Circuit set forth limitations of the BRI protocol that are worth 
quoting extensively; BRI does not allow the PTAB to 

construe claims during IPR so broadly that its constructions are 
unreasonable under general claim construction principles. As we have 
explained in other contexts, "[t]he protocol of giving claims their 
broadest reasonable interpretation... does not include giving claims a 
legally incorrect interpretation." In re Skvorecz, 580 F.3d 1262, 1267 
(Fed.Cir. 2009); see also In re Suitco Surface, Inc., 603 F.3d 1255, 1260 
(Fed.Cir.2010) ("The broadest-construction rubric coupled with the term 
`comprising' does not give the PTO an unfettered license to interpret 
claims to embrace anything remotely related to the claimed invention."). 
Rather, "claims should always be read in light of the specification and 
teachings in the underlying patent." Suitco, 603 F.3d at 1260. The PTO 
should also consult the patent's prosecution history in proceedings in 
which the patent has been brought back to the agency for a second 
review. See Tempo Lighting Inc. v. Tivoli LLC, 742 F.3d 973, 977 
(Fed.Cir.2014). Even under the broadest reasonable interpretation, the 
Board's construction "cannot be divorced from the specification and the 
record evidence," In re NTP, Inc., 654 F.3d 1279, 1288 (Fed.Cir.2011), 
and "must be consistent with the one that those skilled in the art would 
reach," In re Cortright, 165 F.3d 1353, 1358 (Fed.Cir.1999). A 
construction that is "unreasonably broad" and which does not 
"reasonably reflect the plain language and disclosure" will not pass 
muster. Suitco, 603 F.3d at 1260.51 

 BRI AT THE PTAB 

Having summarized the law of broadest reasonable claim interpretation at the USPTO, let 
us turn to look at how the Patent Trial and Appeal Board (PTAB) applies that law.  Several 
themes should emerge.  First, the PTAB is generally very faithful to the protocols set forth in 
Phillips.  Second, the BRI protocol often makes little difference; the PTAB very probably would 
have reached the same result with or without it.  All of which suggests – and the following cases 
demonstrate – that the most important thing an applicant can do is to force the examiner to 
perform the requisite legal analysis even where BRI is applied, and to rigorously point out flaws 
in the analysis if and when rejections are appealed to the PTAB.  Even cases in which the 
examiner was affirmed tend to show the constraints of BRI.   

                                                 

50 Phillips 415 F.3d at 1314 (citing Unitherm Food Sys., Inc. v. Swift-Eckrich, Inc., 375 F.3d 1341, 1351 (Fed. Cir. 
2004)). 

51 Proxyconn, 789 F.3d at 1298. 
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A. Use Explicit Definitions in Specification 

 Below we will look at cases in which applicants did not define their claim terms, 
sometimes, although not always, with bad results.  But consider that applicants can avoid having 
to rely on implicit definitions, or context of usage.  The following three cases illustrate the 
benefit that the applicant obtained from explicitly defining crucial claim terms in the patent 
specification and/or in the claims themselves.  Applicants are often reluctant to explicitly define 
claim terms for fear of being limited later in litigation, but doing so arguably obtains a stronger 
patent, and certainly limits the examiner’s ability to abuse the BRI protocol. 

1. Ex parte Tomes 

The PTAB’s predecessor, the Board of Patent Appeals and Interferences reversed the 
examiner’s rejection of all claims as allegedly anticipated by prior art under 35 U.S.C. § 102. 
The applicant’s specification foreclosed the examiner’s interpretation of the claim term “shell.”52 
The claim in question recited “[a] disposable urine collection device . . . comprising: a shell 
having an inner surface; an absorbent pad attached to said shell . . .”53  The examiner interpreted 
“shell” as a diaper holding in place an absorbent insert.54  The BPAI noted that the specification 
stated that “‘[s]hell’ means a generally concave structure that tends to retain its shape over a 
substantial period of time.”55 The BPAI did not agree with the examiner’s conclusion that “the 
broadest reasonable interpretation of the ‘shell’ recited in the claims encompasses a diaper.”56 

2. Ex parte Loyd  

The BPAI reversed the examiner’s rejection of all claims under 35 U.S.C. § 103 because 
the examiner interpreted the claim term “line of weakness” as encompassing a zipper and groove 
path, which was not consistent with the specification.57 The specification defined a “line of 
weakness” as “any defined (e.g., intended) structural feature which weakens the wrapper 20 
along a predetermined path so that the wrapper 20 is more readily ruptured, or torn, upon 
application of a tearing force along the line of weakness.”58 Disclosed embodiments of “line of 
weakness” included “a plurality of separation points, a score line, a breakaway line or areas, a 
chain stitch, a thinning of the wrapper material.”59 The BPAI explained that nothing in the 
specification 

                                                 

52 Ex parte Tomes, Appeal 2011-004923, at *1-2 (BPAI July 9, 2012). 
53 Id. at *1.  
54 Id. at *2.  
55 Id.  
56 Id.  
57 Ex parte Loyd, Appeal 2011-001167, at *4-5 (BPAI May 2, 2012). 
58 Id. at *5.  
59 Id. 
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suggests that a line of weakness may encompass a zipper. A zipper opens 
and closes, but is not a point of “weakness” per se. A zipper is not 
designed to break, rupture or tear, but rather to open and then close again 
intact.”60 

3. Ex parte Pezeshk  

The PTAB affirmed the examiner’s claim rejections under 35 U.S.C. § 102 because the 
specification did not preclude the examiner’s broader reading of the claim.61 The claim term 
“expected” was the disputed term in the claim “estimating source data based on a probability 
density function parameterized by expected optical noise and expected electronic noises in an 
optical system.”62  The Appellants contended that “one of ordinary skill in the art, at least in 
view of Appellants' specification, would readily appreciate that the recited expected optical noise 
and expected electronic noise parameters are calculated expected values or expectations.” The 
PTAB sided with the examiner and noted that the Appellants “have not cited to a definition of 
‘expected optical [or electronic] noise’ in the Specification that would preclude the examiner's 
broader reading,” i.e., the claims do not require “calculation.”63 Further, the PTAB noted that the 
arguments set forth by the Appellants “are not commensurate with the scope of the claim, which 
does not implicate the calculation of electronic or optical noise.”64 

B. Applicant Can Rely on Implicit Meaning in Light of Specification 

Examiners are not entitled to read claim terms in a vacuum. The following cases illustrate 
that claim terms must be anchored by the context in which they are used, i.e., read in light of the 
patent specification.  On the other hand, the specification must actually provide some limitations 
regarding how the term is to be read. 

1. Ex parte Ryan 

The PTAB reversed the examiner’s rejection of all claims under 35 U.S.C. § 103 
because the examiner, in defining the claim term “metadata,” improperly ignored the modifier 
“meta,” and construed the term to mean all “data.”65 The applicant’s specification used the terms 
“metadata” and “content data” to refer to different types of “data.”66 For example, claim 1 recites 
“wherein the metadata comprises instructions allowing the content data to be encrypted or 
decrypted.”67 In other words, because the claims distinguished between “metadata” and “content 

                                                 

60 Id.  
61 Ex parte Pezeshk, Appeal 2013-010415, at *3 (PTAB Nov. 20, 2015). 
62 Id. at *1. 
63 Id. at *3.  
64 Id.  
65 Ex parte Ryan, Appeal 2012-009597, at *2 (PTAB Feb. 23, 2015). 
66 Id. 
67 Id.  
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data,” “metadata” could not possibly mean all “data.” The PTAB also looked to the specification 
and a dictionary definition and explained that “one of ordinary skill in the art could not 
reasonably conclude the term ‘metadata’ is the same as any and all ‘data.’” 68 

2. Ex parte Gouillard 

The PTAB reversed rejections under 35 U.S.C. §§ 102 and 103 because the examiner 
improperly used a dictionary definition in a manner inconsistent with the specification.69 The 
claim term “compressible” was in dispute; the claim recited “a first top of former roll located 
upstream of the former and having a compressible outer layer.”70 The examiner relied on a 
dictionary definition of “compressible” to mean “capable of being compressed.”71  The cited 
reference disclosed that the outer layers of the “nip rollers” are made of a “resilient, compliant, 
deformable rubber or urethane.”72 The examiner concluded that “the resilient material of the 
[reference’s] outer layers deforms such that the material is flattened laterally, and therefore, by 
definition, the material is compressible.”73 However, the specification stated that rubber or 
urethane coatings of “nip rollers” are incompressible, “as no air, microspheres or other gas 
inclusions are added to make them compressible.”74  Further, the examiner had not established 
“that the [reference’s] resilient, compliant, deformable rubber or urethane outer layer” has the 
required gas inclusions making it “compressible.”75 

3. Ex parte Ewen 

The PTAB reversed rejections under 35 U.S.C. § 112, first paragraph, because the 
examiner’s implied definition of the claim terms “adjacent” and “proximate” were not consistent 
with implicit definitions of these claims terms from the specification.76 A representative claim 
recited “a second EGR poppet valve integrated with the housing and disposed adjacent to the 
first EGR valve and proximate to the outlet.”77 The examiner stated that “the drawings are not to 
scale” and “the disclosure is silent as to the dimensions.”78 Furthermore, the examiner argued, 
“adjacent” and “proximate” are words that “imply measurements,” which are not found in the 
application as originally filed, and the Applicant did not have “possession of the claimed 

                                                 

68 Id.  
69 Ex parte Gouillard, Appeal 2013-008096, at *2 (PTAB Sept. 17, 2015). 
70 Id. at *1.  
71 Id. at *2.  
72 Id.  
73 Id.  
74 Id. 
75 Id. 
76 Ex parte Ewen, Appeal 2013-008141, at *2 (PTAB Aug. 17, 2015) 
77 Id. at *1.  
78 Id. at *2.  
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invention.”79 The Appellant contended that the claims were directed to a specific “arrangement” 
and “positioning” of the valves; the specification and drawings disclosed this arrangement.80 The 
PTAB agreed with the Appellant and stated that the claim terms indicate “relative arrangement 
or position of the respective valves,” and do not “imply measurements” to warrant an “exact 
recitation of a distance, or a range, between” the claimed parts.81 The PTAB also explained that 
“satisfaction of the written description requirement does not require ‘verbatim support in the 
specification,’ or a ‘haec verba requirement.’” 

C. Applicant Not Able to Rely on Meaning in Light of Specification / Not 
Saved by Plain and Ordinary Meaning 

The cases in this section were probably lost before they went to appeal.  The cases here 
illustrate the importance of avoiding claim language that uses broad, abstract, terminology, 
especially where that terminology is not defined in the patent specification. 

1. Ex parte Lambert 

The PTAB affirmed the examiner’s claim rejections under 35 U.S.C. § 103 because there 
was nothing in the specification or the claims to counter the examiner’s interpretation of “unique 
identifier” in the claim term “generate a request identifier uniquely identifying the information 
request.”82  The examiner found that the prior art disclosed “the name and address of a party 
whose telephone number is desired” and “contact information associated with a Subscriber” to 
read on the contested claim term “unique identifier.”83 The Appellant conceded that the prior 
art’s “name and address of a party might [be] analogous to a requestor,” and its “reference to a 
the telephone number of a party might identify all requests sent by the party via the telephone 
number,” but contended that “neither uniquely identifies an individual request.”  The PTAB 
stated that nothing in the specification or the claims preclude the “‘request identifier’ from being 
‘the name and address of a [requested] party’ or ‘identify of a requestor,’” as long as “those 
identifiers ‘uniquely’ identify the request.”84 The PTAB did not find the examiner’s 
interpretation of the terms “overly broad” or “unreasonable.”85 

2. Ex parte Adams 

The examiner’s claim rejections under 35 U.S.C. § 102 were affirmed. The PTAB 
agreed with the examiner’s use of the broadest reasonable interpretation of the plain meaning of 

                                                 

79 Id.  
80 Id. 
81 Id.  
82 Ex parte Lambert, Appeal 2013-010103, at *3 (PTAB Nov. 25, 2015). 
83 Id. at *2. 
84 Id. at *3. 
85 Id.  
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the claim terms “protrusion” and “receptacle.”86  The claim in question recited “a first audio 
component including a receptacle, and a second audio component including a protrusion 
configured to be inserted into the receptacle to maintain a position of the second audio 
component.”87 Appellants argued that the examiner’s reference disclosed audio components 
connected together by a “rigging system,” and have no “protrusions” or “receptacles” as 
claimed.88  Taking the plain meaning of “protrusion” and “receptacle,” the examiner interpreted 
the “cam plate” of reference as the “protrusion,” and the “receiver,” which has an opening to 
accept the “protrusion,” as the “receptacle.”89 The PTAB found this broad interpretation of the 
claim terms reasonable.90 

3. Ex parte Milener 

The PTAB affirmed the examiner’s claim rejections under 35 U.S.C. § 103 because the 
contested claim did not explicitly contain the limitation proffered by the Appellants.91  The 
Appellants contended that “no teaching is identified [in the reference] that the pay-per-click ads 
are ‘contained in the relevant computer-readable medium to be executed on the claimed 
computing system at the required time,” and argued that the “correct claim construction requires 
the user computer system to perform the claim limitations.”92 The preamble of claim 36 recited 
“[a] non-transitory computer-readable storage medium comprising program instructions 
executable by a computer system, the instructions comprising . . .”93 The PTAB agreed with the 
examiner that “there is no specific ‘user’ computer system claimed by which the program 
instructions are executed.”94 

4. Ex parte Nagaratnam 

The PTAB affirmed the examiner’s claim rejections under 35 U.S.C. § 103.95 The claim 
term “data model” was disputed in the claim recitation of “a data model that associates one or 
more identities to an entity, wherein each identity in the data model has an associated set of 
characteristics that represent a view of the entity within a context.”  The PTAB found that “claim 
1 requires each identity in the data model have an associated set of characteristics that represent a 
view of an entity within a context.”  However, the PTAB further found that “claim 1 does not 
require that such characteristics form a part of the data model.”  Under the broadest reasonable 

                                                 

86 Ex parte Adams, Appeal 2014-000315, at *2 (PTAB Nov. 20, 2015). 
87 Id.  
88 Id.  
89 Id. 
90 Id. at *3 
91 Ex parte Milener Appeal 2013-010907, at *2-3 (PTAB Nov. 23, 2015). 
92 Id. at *2.  
93 Id. at *3.  
94 Id. 
95 Ex parte Nagaratnam, Appeal 2013-010547, at *2 (PTAB Nov. 23, 2015). 
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interpretation of “data model,” claim 1 requires “that the recited ‘data model’ associate one or 
more identities to an entity and have ‘information’ about an entity described therein.”  The 
PTAB found that the cited reference taught that the “information about the roles of users is 
stored in identity systems or credential acquisition services along with other identity information 
(such as user identifiers, passwords, and configuration preferences),” thus suggesting the 
appropriate association. 

D. Extrinsic Evidence / Plain and Ordinary Meaning 

The following cases could be categorized in one of the above sections because like all 
proper claim interpretations they are constrained by the applicant’s specification.  However, 
these three cases are singled out here to illustrate how a plain and ordinary meaning can be 
divined, and is often supported by extrinsic evidence, to interpret claims in ex parte prosecution. 

1. Ex parte Deane 

The BPAI affirmed the examiner’s 35 U.S.C. § 102 rejections in Ex parte Deane based 
on a dictionary definition of “glass.”96  The specification did not explicitly define the claim term 
“glass.”  The examiner’s broad definition of “glass” included “SiO2” found in prior art.97  The 
Appellant argued that the “glass” layer defined in the claim does not include a “SiO2” layer.98 
The examiner offered a popular dictionary definition of “glass” as including “SiO2,” as well as a 
technical dictionary proffered by Appellants that had a broad definition of “glass” which 
“includes the ‘SiO2’ layer.”99  The examiner stated that the “specification does not define the 
meaning of ‘glass’ to exclude the planarizing ‘SiO2’ layer” described in the references.100  The 
BPAI agreed with the examiner, explaining that  

[a]bsent an express definition in their specification, the fact 
that appellants can point to definitions or usages that conform to their 
interpretation does not make the [examiner’s] definition unreasonable 
when the [examiner] can point to other sources that support their 
interpretation.101  

2. Ex parte Poff 

The PTAB reversed rejections under 35 U.S.C. § 103 because the examiner used a 
dictionary definition of a claim term in a manner inconsistent with how it is used by those of 

                                                 

96 Ex parte Deane, Appeal 2001-001723 (BPAI Mar. 5, 2003). 
97 Id. at *2-3. 
98 Id. at *2.  
99 Id.  
100 Id.  
101 Id. (citing In re Morris, 127 F.3d 1048, 1051 (Fed. Cir. 1997)). 
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ordinary skill in the art.102 The examiner interpreted the term “software stub” in the claim term 
“software stub that controls interfacing of the hardware accelerator with the processor” as a 
“small piece of software code because ‘stub’ is defined by Dictionary.com as ‘a short projecting 
part’ or ‘a short remaining piece.’”103 More broadly, the examiner stated that “even a piece of 
hardware (e.g., an interface, or a portion thereof) may be considered a stub, since it would be a 
small piece of the overall hardware system.”104  The Appellants successfully countered the 
examiner’s dictionary definition by arguing that “the claims recite a ‘software stub’ and not 
merely ‘software,’” and that “the claimed ‘software stub’ is not synonymous with ‘hardware that 
is affected by software (e.g., flag register).’”105 The PTAB agreed to disregard the examiner’s 
proffered dictionary definition, noting that the specification “employs the term ‘software stub’ in 
a manner that is consistent with the ordinary meaning in the art,” and that the examiner’s 
“proffered definitions bear no relation to top-down programming.”106 

3. Ex parte Schnee 

The PTAB reversed the examiner’s rejection under 35 U.S.C § 103 because the 
examiner’s use of a dictionary definition of “monolithic” in the claim term “a first base member 
of monolithic construction” was not consistent with the Appellant’s claim or disclosure.107  The 
base member in the prior art cited by the examiner, was not “monolithic” because its “support 
includes at least six different pieces or components that must be assembled to form the 
support.”108  The examiner had stated that “the interpretation of the term ‘monolithic’ according 
to dictionary.com can also be characterized by massiveness, total uniformity, rigidity, 
invulnerability, etc.,”109 and not as a “single block of material.”110  The PTAB relied on the 
dictionary definitions for “monolithic” that included “2a: cast as a single piece …[,] b: formed or 
composed of material without joints or seams …[, and] c: consisting of or constituting a single 
unit,” and agreed with the Appellant that “monolithic base member” is consistent with 
definitions 2a and 2c. 111 

                                                 

102 Ex parte Poff, Appeal 2012-001561, at *4 (PTAB Feb. 27, 2015) 
103 Id. at *3.  
104 Id.  
105 Id. at *2.  
106 Id. at *3-4. 
107 Ex parte Schnee, Appeal 2013-007130, at *3 (PTAB Aug. 31, 2015). 
108 Id. at *2.  
109 Id. at *2 n.2. 
110 Id. at *2. 
111 Id. at *3.  


