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Claim 20, US 7,024,527:  A computer-accessible medium comprising 
program instructions [that] are configured to implement:

a restore application star ting a  restore of  a  set  of  f i les from a backup 
storage to a primary storage;

during said restore:

a fi le server  determining that one or more blocks of  data of a fi le in 
the set  of  f i les needed by an appl ication have not been restored; and

the fi le server directing the restore appl ication to restore the 
determined one or more blocks of  data in response to said determining 
that the one or more blocks of  data have not been restored; and

the restore appl ication restoring the determined one or  more blocks of 
data;

wherein the restored one or more blocks of  data are accessible by the 
appl ication whi le said restore is in progress.
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 Does “a restore application starting a restore 
of a set of files from a backup storage to a 
primary storage” encompass a “block-level” 
restore as well as a “file-level” restore?

 PTAB, in an IPR proceeding, held that, under a 
BRI, the claims “do not require file-level 
knowledge or a file-level restoration.”

 Federal Circuit agreed with the PTAB.
 Veritas Techs. LLC v. Veeam Software Corp., No. 2015-

1894 (Fed. Cir. Aug. 30, 2016).
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 Federal Circuit reasoning: “starting a restore of a set of fi les” 
could have “a broader reading, under which the language 
would cover a restore at the block level as long as that 
process will result in restoring a set of f i les, as by restoring 
an entire disk that contains complete fi les. Starting a restore 
that results in restoring a set of f iles is one reasonable 
reading of ‘starting a restore of a set of f iles.’”

 Patent explained no material difference between fi le-level and 
block-level restoration nor distinguished between the two with 
respect to prior art.

 Record showed that “in many instances” the prior art “block level 
restoration process wil l  result in a restoration of a set of fi les.”
 BRI of prior art or patent claims?!?!?

 PS – denying entry of amendment in an IPR was arbitrary and 
capricious.
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1. Brief Overview of BRI

2. Practice Tips
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BRI OVERVIEW
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 A protocol?
 “The protocol of giving claims their broadest 

reasonable interpretation . . . is solely an 
examination expedient, not a rule of claim 
construction.”  In re Skvorecz, 580 F. 3d 1262 (Fed. 
Cir. 2009 (Newman, J.)

 Or a “standard?”
 See Cuozzo Speed Technologies, LLC v. Lee, No. 15-

446 (S. Ct. June 16, 2016), slip op., at 6; Microsoft 
Corp. v. Proxyconn, Inc., 789 F. 3d 1292 (passim) 
(Fed. Cir. 2016) (Chief Judge Prost).
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“[T]he Board may [not] construe 
claims during IPR so broadly that its 
constructions are unreasonable
under general claim construction 
principles.”
Proxyconn, 798 F.3d at 1298.
Rule for ex parte prosecution must be 
the same.
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Plain and ordinary meaning in 
light of:
The patent Specification; and
The prosecution history.
 See Proxyconn, 789 F.3d at 1298 (citing Tempo Lighting Inc. v. 

Tivoli LLC, 742 F.3d 973, 977 (Fed. Cir. 2014); In re Suitco
Surface, Inc., 603 F.3d 1255, 1260 (Fed. Cir. 2010); In re NTP, 
Inc., 654 F.3d 1279, 1288 (Fed. Cir. 2011); In re Skvorecz, 580 
F.3d 1262, 1267 (Fed. Cir. 2009); In re Cortright, 165 F.3d 
1353, 1358 (Fed. Cir. 1999)). 
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BRI CANNOT BE “UNREASONABLE”



Visit The Software IP Report at swipreport.com.

 Claim terms should receive their plain and ordinary meaning.

 In view of the Specification: “Usually, it is dispositive; it is the 
single best guide to the meaning of a disputed term.”
 Phillips v. AWH Corp., 415 F. 3d 1303, 1315 (Fed. Cir. 2005) (quoting 

Vitronics Corp. v. Conceptronic, Inc., 90 F. 3d 1576, 1582(Fed. Cir. 
1996).

 Specification can “reveal a special definition given to a claim 
term by the patentee that differs from the meaning it would 
otherwise possess” or “may reveal an intentional disclaimer, or 
disavowal, of claim scope.”

 File history is also intrinsic evidence.

 “[E]xtrinsic evidence may be useful to the court, but it is unlikely 
to result in a reliable interpretation of patent claim scope unless 
considered in the context of the intrinsic evidence.”
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PHILLIPS STILL RULES
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MPEP § 2111

Orientation step, not an 
interpretation step; see 

MPEP § 2111.01(V)
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Preliminary – assume 112(a) is satisfied.

1.  Is meaning clear from claim (because plain and 
ordinary or because the claim defines the term)?

2.  Is meaning stated (or modified) by Specification?

3.  Is meaning implicit from Specification?

4.  Extrinsic evidence to show meaning ascribed by 
those skilled in the are at the time of the invention?

5.  Disavowel?
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PRACTICE

TIPS
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1. Define claim terms in specification.
-- For terms not terms of art, consider defining in claims.

2. Rely on implicit disclosure in specification.

3. Plain and ordinary meaning is a fallback.

4. Extrinsic evidence is a last resort.

5. Avoid disavowels. 

6. Don’t be afraid to construe the claims (especially in 
pre-appeals and even more especially in appeals).

-- Look first to the claim for the meaning of claim terms.
-- Rely on the Specification.
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A. Define terms in specification.

B. Don’t be afraid to rely on your 
definitions in prosecution.

1. Give the examiner something on the record 
pointing to the definition of the disputed 
term.

2. Formally construe terms (at least in Appeal 
Briefs).
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DEFINE TERMS AND USE YOUR DEFINITIONS



Visit The Software IP Report at swipreport.com.

1. A disposable urine collection device to be 
used by a person, said device comprising:

a shell having an inner surface;

an absorbent pad attached to said shell;

said absorbent pad having a shape adapted for 
generally conforming to said inner surface of 
said shell;

* * *
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 Examiner: “Shell” is a diaper holding in place an 
absorbent insert.

 Appellant: Specification forecloses examiner’s 
interpretation.   

 BPAI: REVERSED Section 102 rejection. 
 Specification stated that a “‘[s]hell’ means a generally concave 

structure that tends to retain its shape over a substantial 
period of time.”

 Examiner was wrong that the broadest reasonable 
interpretation of claimed “shell” encompasses a diaper.”
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A “packaged tampon and applicator assembly” comprised:

a wrapper having a l ine of weakness formed therein at least in 
part inward of said sealed edge and in direct contact with the 
interior space of the wrapper in the sealed configuration 
thereof,
the l ine of  weakness having a longitudinal  component extending 
longitudinal ly of the wrapper and a transverse component extending 
transversely  of the wrapper,

said line of weakness being adapted to facilitate tearing of the 
wrapper along said line of weakness to facil itate opening a 
portion thereof to provide an opening in said wrapper through which the 
tampon and appl icator assembly is removed from the wrapper,  said wrapper 
being fur ther configured to inhibit  separat ion of said opened port ion from the 
wrapper.
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 Examiner: “Line of weakness” is disclosed by a zipper and 
groove path.

 BPAI:  REVERSED Section 103 rejection.
 Specification defined a “line of weakness” as “any defined (e.g., 

intended) structural feature which weakens the wrapper 20 along a 
predetermined path so that the wrapper 20 is more readily ruptured, 
or torn, upon application of a tearing force along the line of 
weakness.” 

 Disclosed embodiments included “a plurality of separation points, a 
score line, a breakaway line or areas, a chain stitch, a thinning of the 
wrapper material.”

 No disavowal: Nothing in the Specification “suggests that a line of 
weakness may encompass a zipper. A zipper opens and closes, but is 
not a point of “weakness” per se. A zipper is not designed to break, 
rupture or tear, but rather to open and then close again intact.”

EXPLICIT DEFINITION IN SPECIFICATION
EX PARTE LOYD, APPEAL 2011-001167 (MAY 2,  2012)
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 Claim Term: “expected” in “decoding the optical data signal to 
retrieve source data, wherein decoding the optical data signal 
comprises estimating source data based on a probabil ity  density 
function parameterized by expected optical noise and expected 
electronic noises in an optical  system .”

 Appellant:  “[T]he recited expected optical noise and expected 
electronic noise parameters are calculated expected values or 
expectations.” Specification implicitly so defines “expected” 
because “the expected optical and electronic noise values can be 
computed ahead of time and stored in a look-up table.”

 Examiner:  Claim did not require “calculation.”

 PTAB Conclusion: AFFIRMED Section 102 rejection: claim language 
did not require calculation; Specification did not define “expected 
optical [or electronic] noise” to preclude “broader reading.”

EXPLICIT DEFINITION IN SPECIFICATION 
COULD HAVE SAVED THE DAY

EX PARTE PEZESHK, APPEAL 2013-010415 (NOV.  20,  2015)
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 Does specification clearly limit meaning from context and/or 
usage of the claim term?

 True story: spec. did not define “sole.”
 Clearly meant “one and only one” from context.

 Examiner argued “sole” could mean “the bottom of a shoe.”

 Examiner argument can be a less subtle than this and be defeated.

 Effective use of implicit/plain and ordinary definitions 
requires the applicant to explicitly provide a construction of 
the claim term.
 “The term ‘engine’ means a gasoline powered engine.”

 Point to support in the specification consistent with this usage – and 
inconsistencies with other interpretations, e.g., an electric motor.
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RELY ON SPECIFICATION TO LIMIT BRI
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A semiconductor integrated circuit for operating cryptographic 
processes on content data, comprising:

one or more inputs arranged to receive content data and 
metadata,  wherein the metadata comprises instructions 
allowing the content data to be encrypted or decrypted, the 
metadata including packages each comprising a plurality of bit 
fields; and 

a metadata store arranged to receive the plurality of metadata 
bitfields for use by the cryptographic processes; 

wherein the metadata store comprises an address portion and a 
data portion, wherein the data portion is arranged to store 
exclusively the metadata bitfields and the address portion is 
arranged to store exclusively addresses indicating locations of 
the metadata bitfields within the data portion. 
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MEANING IMPLICIT/CLEAR FROM CONTEXT
EX PARTE RYAN, APPEAL 2012-009597 (FEB.  23,  2015)
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 Examiner: “metadata” encompasses any data.

 PTAB: REVERSED Section 103 rejection.
 The Merriam-Webster online dictionary (www.m-w.com) defines 

metadata as data that provides information about other data.

 The term "data" within "metadata" is clearly modified by the 
use of "meta.“

 Specification was consistent: discussed “content data” and 
“metadata” as different.

 Yes, this could be an “extrinsic evidence” case.
 (In practice, contextual or implied definitions are buttressed by 

dictionary definitions to show plain and ordinary meaning.)
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An EGR [exhaust  gas  rec i rcu lat ion]  assembly,  compr is ing :
a  housing  hav ing  an in let  and an out let  w i th  an EGR cooler  passage  ex tending  

between the in let  and the out let ;  
a  water -coo led EGR cooler  e lement d isposed wi th in  the  EGR cooler  passage;  
a  bypass  passage extending between the in let  and the out let  in  para l le l  to  the  

EGR cooler  passage;  
a  f i r s t  EGR poppet va lve integrated wi th  the housing  and d isposed wi th in  the 

bypass passage fo r  control l ing  the f low of  exhaust  gas out  o f  the bypass passage;  and 

a second EGR poppet valve integrated with the 
housing and disposed adjacent to the first EGR valve 
and proximate to the outlet, the second EGR valve for 
controlling the flow of exhaust gas out of the EGR 
cooler passage.
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MEANING IMPLICIT/CLEAR FROM CONTEXT
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 Examiner: “[T]he drawings are not to scale” and “the disclosure is 
si lent as to dimensions.” “Adjacent” and “proximate” are words that 
“imply measurements” not found in the application as originally 
fi led;” applicants did not have possession of the claimed invention. 

 Appellant:  The claims were directed to a specific “arrangement” 
and “posit ioning” of valves; the specification and drawings 
disclosed this arrangement.

 PTAB: REVERSED rejection under Section 112, 1st para.  Claim terms 
indicate “relative arrangement or posit ion of the respective valves,” 
and do not “imply measurements” to warrant an “exact recitation of 
a distance, or a range, between” the claimed parts.

 Agreed “with Appellant that satisfaction of the written description 
requirement does not require ‘verbatim support in the specification,’ 
or a ‘haec verba requirement.’”
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 Specification should define even terms the inventors 
(typical engineers!) regarded as having well known 
and understood meanings.
 If not, try to make Tip #2 apply (argue from context).

 Show that the examiner has disregarded the plain 
meaning of the disputed term.
 Show the examiner has been narrow and selective in choosing 

a dictionary definition to win the battle of the dictionaries.

 Rule 132 Declaration?
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RELY ON PLAIN AND ORDINARY MEANING (WITH CAUTION)
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 Claim Term: “a first base member of monolithic 
construction”

 Appellant: Prior art base member not “monolithic” because 
its “support includes at least six different pieces or 
components that must be assembled to form the support.” 

 Examiner: A “massive” multi-part prior art structure 
anticipated: “‘monolithic’ according to dictionary.com can … 
be characterized by massiveness, total uniformity, rigidity, 
invulnerability, etc.”  

 PTAB: REVERSED Section 103 rejection  Relied on 
dictionary definitions 2a and 2c for “monolithic:” “2a: cast 
as a single piece …[,] b: formed or composed of material 
without joints or seams …[, and] c: consisting of or 
constituting a single unit. ’” 

PLAIN AND ORDINARY MEANING
EX PARTE SCHNEE, APPEAL 2013-007130 (AUG.  31 ,  2015)
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 Claim Term: “software stub that controls interfacing of the 
hardware accelerator with the processor.” 

 Appellant: software stub is more than software and is not 
synonymous with software affected by hardware.

 Examiner: “‘software stub’ might be interpreted as a small piece 
of software code because ‘stub’ is defined by Dictionary.com as 
‘a short projecting part’ or ‘a short remaining piece.’”
 “[E]ven a piece of hardware (e.g., an interface, or a portion thereof) 

may be considered a stub, since it would be a small piece of the 
overall hardware system.”

 “[W]here the hardware interface is controlled by software,” it “could 
be considered, broadly and reasonably, to be a software stub.” 

 PTAB Conclusion: REVERSED Section 103 rejections. “Stub” is a 
term of art in top-down programming, not hardware or “any small 
section of software code.”  Specification was consistent.

PLAIN AND ORDINARY MEANING
EX PARTE POFF,  APPEAL 2012-001561 (FEB.  27,  2015)
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 Claim Term: “unique identifier” in “generate a request identifier 
uniquely identifying the information request.” 

 Appellant:  prior art’s “name and address of a party might [be] 
analogous to a requestor,” and “reference to a the telephone 
number of a party might identify all  requests sent by the party 
via the telephone number,” but “neither uniquely identifies an 
individual request.”

 Examiner: “the name and address of a party whose telephone 
number is desired” and “contact information associated with a 
Subscriber” read on the contested claim term “unique identifier”

 PTAB: AFFIRMED Section 103 rejections: there was nothing 
counter to the examiner’s interpretation in the specification or 
claims.

PLAIN AND ORDINARY MEANING DANGERS
EX PARTE LAMBERT,  APPEAL 2013-010103 (NOV.  25,  2015)
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 Claim Terms: “a first audio component including a receptacle ,  
and a second audio component including a protrusion
configured to be inserted into the receptacle to maintain a 
position of the second audio component relative to the first 
audio component.”

 Appellant: Prior art loudspeakers are “interconnected through 
a rigging system” including side frames with corners, screws, 
pins and cam plate. The side frames are not part of the 
loudspeakers, which “have no protrusion or receptacle as 
claimed.”

 Examiner: By using the plain meaning of “protrusion” and 
“receptacle” and “applying [BRI],” “protrusion” is the “cam 
plate,” and “receptacle” is the reference’s “receiver,” which 
has an opening to accept the protrusion cam plate.   

 PTAB: AFFIRMED Section 102 rejections; accepted the 
examiner’s claim interpretations. 

PLAIN AND ORDINARY MEANING DANGERS
EX PARTE ADAMS, APPEAL 2014-000315 (NOV.  20,  2015)
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 If extrinsic evidence is controlling, it means that the 
specification has left a void that must be filled.

 Distinguish from cases where extrinsic evidence was used to 
supplement the specification.

 Argue, wherever possible, that extrinsic evidence is not 
needed and/or is counter to the disclosure.
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PRACTICE TIP #4
AVOID RELYING ON EXTRINSIC EVIDENCE 
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 Appellant: “glass” does not include “SiO2”

 Examiner: popular dictionary defined “glass” as including 
“SiO2;” a technical dictionary proffered by Appellants had a 
broad definition of “glass” which “includes the ‘SiO2’ layer.” 

 BPAI Conclusion: AFFIRMED 102 rejections.
 The “specification does not define the meaning of ‘glass’ to 

exclude the planarizing ‘SiO2’ layer” described in the references. 
 “Absent an express definition in their specification, the fact 

that appellants can point to definitions or usages that conform to 
their interpretation does not make the [examiner’s] definition 
unreasonable when the [examiner] can point to other sources that 
support their interpretation.” (citing In re Morris, 127 F.3d 1048, 
1051 (Fed. Cir. 1997)).

EXTRINSIC EVIDENCE
EX PARTE DEANE,  APPEAL 2001-001723,  (MAR. 5,  2003)
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 Claim Term: “compressible” in “a first top of former roll 
located upstream of the former and having a compressible 
outer layer.” 

 Appellant: Prior art was not anticipatory where it showed a 
roller with rigid core coated with a layer of resilient, 
compliant, deformable rubber or urethane. 

 Examiner: Merriam-webster.com defined “compressible” as 
“capable of being compressed.” 

 PTAB: REVERSED Section 102, 103 rejections because 
Specification required gas layer inclusions, lacking in prior 
art, to make a layer compressible. 

EXTRINSIC EVIDENCE MAY NOT CONTROL
EX PARTE GOUILLARD,  APPEAL 2013-008096 (SEPT.  17 ,  2015)
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